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1. Introduction

The patent system of Ethiopia has a history of three decades. The first Patent
law of the country, the Proclamation Concerning Inventions, Minor Inventions
and Industrial Designs, was enacted in 1995. The Council of Ministers
Regulations for Implementation of the Proclamation were also issued in 1997.
The legal framework was designed to build national technological capability
by encouraging local inventive activities and to create favorable conditions

for the transfer and adoption of foreign technology.

The government body responsible for the administration of patent rights in
Ethiopia is the Ethiopian Intellectual Property Authority (EIPA). When it was
first established in 2003 it had the operating name of Ethiopian Intellectual
Property Office. The EIPA acquired its current name in 2022. As part of its
patent related duties the EIPA examines patent applications and grants patents

on inventions that meet the requirements.

The patent system can play its role of promoting local innovation in Ethiopia
and facilitating the transfer of foreign technology when there are mechanisms
in place to ensure quality of the patent granting process and protection is given
only to inventions that comply with the requirements of the Proclamation and
the Regulations. Ensuring that inventions meet the patentability requirements
is essential to incentivize innovation and maintain the integrity of the patent
system. It is also necessary to ensure that grants are made in a timely and cost

efficient manner.

The patent examination process is a crucial aspect of the patent system, as it
determines whether or not an invention meets the requirements for patentability.
When there is a reliable patent examination process it improves the credibility
of the patent system and ensures that only high quality patents are granted. The
patent examination process can be complicated and time-consuming, but it is
necessary to ensure that only truly innovative and novel inventions are granted

patents.

Patent examination is a process that involves multiple steps and requires a deep
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understanding of various legal and technical aspects. There are many different
activities involved in patent examination including reviewing the patent
application, conducting prior art searches, analyzing the claims, and determining

whether the invention meets the requirements for patentability.

Qualified examiners and quality management system contribute to quality
patents granted by the EIPA. Patent examiners are key players in the patent
application process, responsible for reviewing patent applications and
determining whether they meet the requirements for patentability. They play
a crucial role in helping inventors secure their rights and ensuring that new

technologies and innovations are properly protected.

By understanding the basic aspects of patent examination, patent examiners can
grant patents only to inventions that are worthy of protection. From a legal
perspective, the patent examiner is responsible for interpreting and applying
complex laws and regulations to determine whether a patent application meets
the requirements for patentability. From a technical perspective, they must also
have a deep understanding of the technical field in which the invention falls and

be able to identify prior art that may impact the patentability of the invention.

Practical guidelines have a crucial importance in ensuring that patent examiners
perform high quality work in a uniform manner. In recognition of this the EIPA
prepared these patent examination Guidelines that sets out practices under the
Proclamation and the implementing Regulations. It provides a guide for patent
examiners, patent agents and other users of the Patent System in Ethiopia that

can be applied in the process of patenting.

The Guidelines do not have the force and effect of law and if there are any
inconsistencies between it and the provisions of the Proclamation and the
Regulations the latter should be followed. It will be updated from time to time
when there are amendments made to the current Proclamation, Regulations and

interpretations by a Court of Law.

The next chapter provides an overview of what patents are, the role that patents

play in promoting the market competitiveness of enterprises, their importance

L
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in encouraging R&D and foreign direct investment as well as their significance

in the dissemination of technological information.

In the third chapter the patent application process is explained with a focus on the
major steps involved. The steps include according a filing date, acknowledging
receipt of application by the EIPA, the application numbering system, correction

of deficiencies, filing of divisional applications and fees.

The fourth chapter covers the different activities in the formal and substantive
examination of patent applications. The patentability criteria, novelty, inventive
step and industrial applicability, is described here. Inventions which are

excluded from patent protection are also discussed in this chapter.

The classification of patent applications in accordance with the Internal Patent
Classification (IPC) is dealt with in chapter five. The chapter gives information
about the purpose of the classification system and the different hierarchies in the

classification.

Some important information about the grant and publication of patents, life
of a patent, changes in the text or drawing of a patent application to limit the
extension of the protection conferred and patent surrender are discussed in

chapters six to eight.

The final chapter describes the application and examination procedure for
patents of introduction. The filing requirements and the formality and substantive
examination of patents of introduction are covered in the discussion of the

chapter.

2. The Role of Patents in the Promotion of Inventions

A patent is a legal title granted to protect an invention. An invention concerns a
new idea that provides technical solution to a problem'. An invention may relate
to a product or a process. While the problem may be an existing one or new, the
technical solution must be novel. A solution that does not embrace a technical

' Proclamation Concerning Inventions, Minor Inventions and Industrial Designs, No 123/1995, Article 2(3).
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means to solve a specific problem shall not be considered as an invention

within the meaning of articles of the Proclamation.

Apatent is granted to an invention when the requirements set by the Proclamation
and the Regulations are met. Accordingly, an invention that is new, involves
an inventive step and is industrially applicable is granted a patent®. The
exclusive rights that patents offer to inventors enable them to recoup their
R&D costs.

In exchange for the exclusive rights granted to a patentee on a claimed invention,
the right holder must divulge the information relating to the invention to the
public. The applicant must disclose the technical information about the invention
clearly and precisely in the patent application. The disclosure requirement of
inventions facilitates the dissemination of technological information through
patent applications. Such a public disclosure mechanism is expected to result
in the expansion of generally accessible technical knowledge stimulating
technology transfer, inducing further research and innovation and avoiding
duplicative R&D.

Patents encourage foreign direct investment and play a role in facilitating
collaboration between knowledge generating institutions and industry. In
general, patents promote innovation, encourage healthy market competition

and contribute to economic development.

When people think of patents, what usually comes to their mind is a major
technological breakthrough or results of investments by large corporations in
research and development. However, an invention doesn’t have to be a complex,
groundbreaking work of genius to get a patent. There are many simple inventions

such as the paper clip that easily satisfied the patentability criteria.

Another misunderstanding in relation to patent right is that a granted patent
gives its owner or right holder the right to exploit or use his or her invention.

However, having a patent does not allow the holder to exploit the invention

2 Proclamation no 123/1995, Article 3(1)
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if doing so would violate any laws or infringe on another person’s rights.
The effects of the grant of a patent are that the patented invention may not be
exploited in the country by persons other than the owner of the patent unless the

owner agrees to such exploitation.

The patent holder has the right to take action against any person exploiting the
patented invention in the country without his agreement. Therefore, the right to
decide who may or may not use the patented invention for the period in which
the invention is protected constitutes the patent owner’s most important right.
This right permits him to derive the material benefits to which he is entitled as
a reward for his intellectual effort and work, and compensation for the expenses

he entailed to come up with the invention.

Anyone who is neither the patent owner nor licensed by the patent owner and
who nonetheless manufactures, uses, imports, offers for sale or sells a product or
performs a process covered by the patent is known as an infringer. An infringer
can be sued in court to force him to stop the infringement and to pay the owner

damages.

Patents are territorial rights. The exclusive rights are only applicable in the
country in which a patent has been filed and granted, in accordance with the
law of that country. Legal action against infringement can only be taken in the
country where the patent has been granted. If the country becomes a member
of regional patent agreements then patent rights will be enforced in accordance

with the agreements.

Patents are granted for a limited time. In Ethiopia a patent right extends for an
initial period of 15 years from the date of filing in the country with a possibility
of five years extension subject to its proper working in Ethiopia’. For this the
patent should be renewed every year by payment of a prescribed fee*. After a
patent expires the invention becomes part of the public domain, and anyone
can use or sell the invention without infringing the patent rights of the original

owner.

3P Proclamation No. 123/1995, Article 16
4 Proclamation No. 123/1995, Article 17
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If an inventor does not patent his invention, competitors may well take
advantage of it and use the invention freely. Many other competitor firms
will be tempted to use the same product or process covered by the invention
without needing to ask for the inventor’s permission. Larger enterprises may
take advantage of economies of scale to produce a new product that is the result
of the invention more cheaply and compete at a more favorable market price.
This may considerably reduce the inventor’s market share for that product. Even
small competing enterprises may be able to produce the same product, and often
sell it at a lower price as they would not have to recoup the original research
and development costs incurred by the inventor. Furthermore, the possibilities
to license, sell or use other mechanisms of transfer technology will be severely

hindered if the inventor doesn’t patent his invention.

3. Filing of Patent Applications

The first step in securing a patent is the filing of a patent application. When
applying for a patent, one of the most important issues is the patent filing
date accorded by the EIPA. It can show that the applicant is the first to file his
application for the patent, which is used to determine who has priority to the
rights of the patent. When two people apply for a patent for a similar invention,

the filing date will determine which application takes priority.

If a filing date is not established, the application will be treated as if it had not
been filed, and it proceeds no further. The filing date is important in the general
scheme of things since it constitutes the date from which certain actions are
calculated, such as the term of the patent, and, where appropriate, determines
the priority date of any subsequent application in another country. The effect
of a priority date is to substitute the date of the earlier filing for the date of the
national filing and this is particularly important with respect to the relevant prior

art for evaluation of novelty and inventive step.
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3.1 Minimum Requirements for According Filing date

An application for a patent must contain a request for the grant of a patent, a
description of the invention, one or more claims, drawings (if necessary) referred
to in the description or claims, and an abstract’. However, it is possible to secure a
filing date without a fully completed patent application, as long as the following

minimum requirements are met’.

The first requirement is an express or implicit indication that the granting of
a patent is sought. By using the prescribed EIPA Request Form for Grant of
a patent (Form 1) the applicant can expressly indicate his interest to obtain a

patent in Ethiopia.

The second requirement is information allowing the identity of the applicant
to be established. The request must contain information about the applicant in
the manner specified in Article 10 (2) of the Regulation: the name, address,
nationality and residence of the applicant. Where the application is in the name

of more than one applicant, the requirement must be satisfied for each applicant.

As a third requirement the application shall contain a part which, on the face of
it, appears to be a description of an invention. The contents of the description
do not require close scrutiny at the stage of according the filing date. It is
sufficient to identify a document (or documents) which appear(s) to include

a description’.

It should be noted that the intent of according a filing date to an
application that does not include all the necessary information is not
to allow the applicant to make improvements in the disclosed invention
by going beyond the initial disclosure in the application while retaining the
original filing date. Rather the advantage of this procedure is that it provides
additional time to an applicant during which he can submit missing parts of the

application.

5> Proclamation No. 123/1995, Article 9(3).
¢ Proclamation No. 123/1995, Article 12(1)
7 Proclamation No. 123/1995, Articlel12 (1)(c)
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Therefore, it is not necessary that the applicant provides any claims at the outset
in order to obtain a date of filing. If the application is filed without claims, but
satisfies all the requirements for obtaining a date of filing, the applicant will be
requested to provide at least one claim and submit the other missing elements

from the application within a period of two months®.

3.2 Acknowledgement of Receipt

Upon recording a filing date each of the documents making up the application
are marked with the date of receipt and a certificate of filing or receipt of the

application is issued to the applicant.

3.3 Application Numbering Systems

Applications satisfying the requirements for according a filing date are assigned
an application number in accordance with the following numbering system’.
The application number shall consist of the letter ET, slash, the letter P slash,
the last two numbers of the filling year (according to the Gregorian calendar)

slash and a five digit number which is the serial number of the application.

3.4 Correction of Deficiencies

If at the time of receipt of the application any of the information necessary for
according a filing date is missing, or if the application refers to drawings which
in fact are not included in the application, the applicant is invited to make
the required correction or provide the missing information within two months
together with the payment of the prescribed correction fee!’. If the correction
is made or the missing drawings are filed, the date of receipt of the required
correction or drawings is accorded as the filing date. If no correction is made,
the application shall be treated as if it had not been filed. If the missing drawings
are not filed, the reference to those drawings is treated as non-existent''. The

invitation to file any correction shall be in writing.

8 Proclamation No. 123/1995, Article 13(2); Regulations No. 12/1997, Article 27(2)
° Regulations No. 12/1997, Article 24

10 Regulations No.12/1997, Article (25).

I Proclamation No. 123/1995, Article 12 .

L
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3.5 Divisional Application

If there is more than one invention in the application, the applicant may, up to
the time when the application is in order for grant, divide the application into
two or more applications'?. Each divisional application shall be entitled to the
filing date and the priority date (if any) of the initial application. Since a patent
application is not required to contain any claims on its date of filing the same
applies to a divisional application. The applicant may file the claims after the

filing of the divisional application.

A divisional application shall not go beyond the disclosure of the initial
application. The subject-matter must be “directly and unambiguously
derivable ” from the parent application. Otherwise, it extends beyond the content
of the parent application and it must be deleted from the divisional application.
The question of whether the divisional application is confined to subject
matter contained in the parent application is not decided until the substantive

examination of the application.

Only the registered applicant(s) of the parent application can file a divisional
application, although once filed, the divisional application can be assigned to
another party independently of its parent application. Once filed, the divisional
application is treated as a separate, new application, and will be searched,
published and examined independently of its parent application. Thus, a
divisional application once granted, can be subject to opposition or infringement

proceedings independently of its parent application.

3.6 Fees

Filing of a patent application is subject to the payment of fees'. The application
fee is indicated in Schedule I of the Regulation.

12 Regulations No.12/1997, Article (18)
13 Proclamation No0.123/1995, Article 9(1)
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4. Examination of applications

There are three major activities that the EIPA undertakes after ensuring that all
the requirements that are necessary to accord the application a filing date are
satisfied. These are:

1) Examination as to form;

2) Search; and

3) Examination as to substance.

4.1 Examination as to Form

The formal requirements that an application has to meet are the subject of
examination by the examiners of the authority. The examiners check whether
the documents making up the application comply with the formal requirements
laid down in the Proclamation and the Regulation. The requirements are the
following: a request for the grant of a patent, a description of the invention,
one or more claims, any drawings referred to the description or claims and an

abstract.'

In addition, the formality examination also ensures that the application contains
information concerning the inventor'’, the information on corresponding
foreign applications has been filed'® and that the application complies
with other formalities such as payment of fees set out in Schedule I of the
Regulation. Formality examination also relates to matters such as the correct
claiming of priority'” completion of the forms, use of correct sized paper,
terminology and expressions, units and symbols, correct margins, and ensures
that the documents are suitable for reproduction by printing or microfilming
specified in the Regulations'®. The formal requirements for the application are

explored under the following headings.

* Proclamation No.123/1995, Article 9(3); Regulations No. 12/1997, Articles 10-14
5 Proclamation No.123/1995, Article 8

' Proclamation No.123/1995, Article 10; Regulations No. 12/1997, Articles 21 — 22
17 Proclamation No. 123/1995, Article 11(2); Regulations No. 12/1997, Article 20

'8 Regulations No. 12/1997, Article 13, 15 and 16
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4.1.1 Request for Grant of a Patent

The request for the grant of a patent shall be made on Form No, 1 (see Schedule
I of the Regulation) and shall be signed by each applicant. It shall indicate
that the grant of a patent is requested, include title of the invention and each
applicant’s name, address, nationality, residence, designate the inventor
and representation (if any) and state the applicant’s right to the patent'®. The
request for grant of a patent may he filed on paper with the EIPA or, in the

future, electronically via the EIPA website.

The title of the invention in the request shall be the same as the one in the abstract
and the description and shall be short, preferably from two to seven words, and
precise.”’ It shall clearly and concisely indicate the subject matter to which the
invention relates. No words as “Title of the invention” or “Title” shall be used
before the title of the invention. When drafting the title of the invention the

applicant should not include non-technical terms such as:

a. The word “patent,” personal names, fancy names, trade names, trademarks
or abbreviations or terms such as “etc.” which do not serve to identify the
invention should not be used in the title;

b. Titles such as “Method”, “Apparatus”, “Chemical Compounds” alone or
similar vague titles do not meet the requirement that the title must clearly state

the technical designation of the invention.

The inventor must be designated in the request form unless he files a written
declaration stating that he wishes not to be named.?! The information provided
in the form must clearly indicate whether the applicant is the inventor or not.
The designation of the inventor shall indicate each inventor’s name and
address and, where the applicant is not the inventor or the sole inventor, be

accompanied by a statement justifying the applicant’s right to the patent.”

19 Proclamation No. 123/1995, Article 9(4); Regulations No, 12/1997, Articles 6, 10(1)-(4)
2 Regulations No, 12/1997, Article 10 (5)

2l Proclamation No. 123/1995, Article 8

2 Regulations No. 12/1997, Article 10(3)

-



Patent Examination Guideline |

An applicant who is not domiciled or who has not established business in
Ethiopia may be requested to submit documents confirming his nationality

and the location of his seat.??

4.1.2 Description

Description plays an important role in ensuring that the information
function of the patent system is performed. The content of the
description has to be drafted in such a form that the application
contains sufficient technical information to enable the skilled person to carry
out the invention, and to understand the contribution to the art, which the
inventor has made.

This requirement is stated in the Proclamation as follows: “the description
shall disclose the invention in in a manner sufficiently clear and complete
for it to be carried out by a person skilled in the art and it shall, in particular,
indicate at least one mode known to the applicant for carrying out the invention”*,
The description shall be arranged in itemized form in accordance with Article
11(a)-(h) of the Regulations, each of the items being preceded by a heading
so as to facilitate understanding of the purpose, constitution and effects of
the invention. A different arrangement may be used if it would result in a better

understanding of the invention.*

Chemical and mathematical formulae may be used but the description shall
not contain any advertising. The use of recognized terms of art is acceptable
and recommended. Terms which are not generally accepted in the relevant
technical field must be explained. The description and the appended drawings
can be used to interpret the claims®. As the extent of protection is determined
not only by the claims, but also by the description and appended drawings (if
any), the examiners shall strictly look at whether the description is presented

in a clear manner or not.

# Regulations No. 12/1997, 21(3)(a)&(b)

2 Proclamation No. 123/1995, Article 9(4) b

» Regulations No.12/1997, Article 11(2)

% Proclamation No. 123/1995, Article 9(4)(b) and Article 9(5)
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Manner and Order of the Description shall comply with the requirements

of Article 11(1) Regulations which are discussed below.

Technical Field of the Invention?’
This is a general broad statement describing the art or technology to which
the invention relates. It explains what has been created and the problems the

invention solves.

Background Art*

A description shall contain an account of the background to the invention.
In so doing the description will summarize the prior art, usually referring to the
existing patents and other published documents. The applicant shall disclose
information concerning any application for a patent filed by him abroad relating
to the same or essentially the same invention as that filed with the EIPA.%
The information is used to understand the nature of the invention, for carrying out

the search report, and for the purpose of the examination.

Task which the Invention is Designed to Fulfill*

The description shall specify the task which the invention is intended to fulfill. In
other words, the invention as claimed should be disclosed in such a way that
the technical problem, or problems, with which it deals can be appreciated
and the solution can be understood. To meet this requirement, only such

details should be included as are necessary for elucidating the invention.

Effective Results®'
The description shall state the merits or effective results of the invention as

compared with the prior art.

77 Regulations No.12/1997, Article 11(1) (a)
# Regulations No.12/1997, Article 11(1) (b)
2 Proclamation No.123/1995, Article (10)

% Regulations No.12/1997, Article 11(1) (c)
31 Regulations No.12/1997, Article 11(1) (e)
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Figures in Drawings*’

If the application contains any drawings, the description shall describe the

figures in those drawings.

Mode for Carrying Out the Invention?’
The description should set out at least one mode for carrying out the invention
claimed. This should be done in terms of examples, where appropriate, and with

reference to the drawings, if any.

4.1.3 Representation and Power of Attorney

It is common for decisions concerning patent applications to be made in
consultation with a patent agent. Patent agents normally have legal knowledge,
an understanding of the patent administration processes and are experts
in a particular field of technology. As well as assisting in the drafting and
processing of patents, patent agents also offer advice as to whether a patent
should be taken out and where and how patents are best exploited. In some
cases, they are also able to litigate on behalf of patentees. In a sense, patent

agents unite the scientific and technical domains with the legal and commercial.

A foreign applicant is required to appoint a patent agent registered in Ethiopia
to represent him in the proceeding of his application.’** Local applicants may
choose to appoint a registered patent agent. If an agent has been appointed, the
application must indicate the name of the appointed patent agent registered in
Ethiopia and be accompanied by a power of attorney signed by each of the
applicants.’® The power of attorney must be filed within two months of the

filing date of the application.*

The EIPA staft in charge of the formality examination must ensure the
requirements of representation set out in Article 9 (7) and (8) of the Proclamation

and Article 8 of the Regulations are met.

32 Regulations No0.12/1997, Article 11(1) (f)

¥ Regulations No.12/1997, Article 11(1) (g)

3 Proclamation No.123/1995, Article 9(7)

* Proclamation No. 123/1995, Article 9 (8); Regulations No.12/1997, Article 48
36 Regulations No0.12/1997, Article 8
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If an agent is appointed all communications are sent to them?®’. Any procedural
steps other than the filing of an application taken by a foreign applicant not
represented by a registered Ethiopian patent agent or by an agent acting without

authorization shall be deemed not to have been taken.?®

4.1.4 Physical Requirements and Terminology

The application documents must use measures, terminology and signs
in accordance with Article 15 of the Regulations and meet the physical
requirements of Article 16 of the Regulations. The description, the claims
and the drawings must contain no statements or other matter contrary to public

order or morality.*

The nature and form of the drawings must comply with the prescribed
requirements* ranging from the quality of the paper, the size of the margin and
the use of shading through to the heights of the letters or numerals used. The

drawings must be suitable for printing.

The abstract shall commence on a new page with a title of the invention and
should be as concise as the disclosure permits (preferably not more than 150
words). The applicant should indicate which figure of the drawings (if any)
should accompany the abstract, preferably in brackets at the end of the abstract.
Each main technical feature mentioned in the abstract and illustrated in the

drawing should be followed by its reference numeral in parenthesis*'.

4.1.5 Information Concerning Corresponding Foreign
Applications for Patents
If an application for a patent has been filed by the applicant abroad relating

to the same or essentially the same invention as that filed with the EIPA the

applicant shall file the following information at the request of the Authority**.:

%7 Regulations No.12/1997, Article 48

* Regulations No.12/1997, Article 8

3 Proclamation No.123/1995, Article 4(1)
# Regulations No.12/1997, Article 13

I Regulations No.12/1997, Article 14

42 Proclamation No. 123/1995, Article 10
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A. Date of filing;
B. Application number;
C. Results of search and examination;

D. Granted patent, or

Final decision rejecting the foreign application or refusing the patent, or, Where
applicable final decision invalidating the patent.

The documents are used for facilitating the evaluation of Novelty and
Inventive Step of the invention for which an application was filed with the
EIPA®.

The requested information and documents are to be filed within a set time limit,
which shall be no less than two months and not more than six months from the
date of the request. The time limit may be extended upon a reasoned request.

The procedure at the EIPA may be suspended until the documents are filed.*

The EIPA shall, to the maximum extent practicable, use results of previous
works for corresponding foreign patent applications by foreign patent offices

and documents of related applications filed abroad furnished by the applicant.*

4.1.6 Priority Claim

Novelty and inventive step of an invention are assessed from the date of filing of
the application, or the priority date, if priority is validly claimed. The applicant
may claim the right of priority of the date of filing of an earlier application.
The earlier application must be filed not more than 12 months before the filing
date of the application in Ethiopia and the application claiming priority must
be in respect of the same invention as the invention disclosed in the previous
application. A copy of the earlier application must be filed, if necessary, with a

translation.*°

# Regulations No.12/1997, Article 21(3)

* Regulations No.12/1997, Article 22

* Proclamation No. 123/1995,Article 10(2); Regulations No.12/1997Article 21.
* Proclamation 123/1995 Article 11(2); Regulations No.12/1997, Article 20
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The previous application may be an application for a patent or for the registration
of a utility model certificate. However, a priority right based on the deposit of

an industrial design is not recognized.

4.1.7 Signature

The applicant or the appointed patent agent has to sign and state his name in

the documents®’.

4.1.8 Correction of Deficiencies

If the application has formal deficiencies, the applicant is invited to remedy
them within two months. If the applicant fails to comply with the invitation to
correct the deficiencies within this time limit or where despite the corrections
submitted by the applicant the EIPA is of the opinion that the required conditions
are not fulfilled the application will be rejected®.

4.2 Search and Substantive Examination

The purpose of search and substantive examination is to ensure that the
application satisfies the requirements of patentability*. The examiner searches
for a prior art document that closely relates to the subject matter of the
application or for a conflicting document that may lead to double patenting>®
and determines whether the subject matter of the application is novel and

involves an inventive step.

The search is carried out in patent documents of various countries, supplemented
by non-patent literature. This total collection of documents is usually referred
to as “the search file.” The search can be made through the use of words,

classification symbols or indexing codes.

During substantive examination the application is classified, search for prior

art is performed and the invention is examined to ensure that it does not fall

¥ Regulations No.12/1997, Article 7

* Regulations No.12/1997, Article 27(3)

* Proclamation No.123/1995, Article 13(3); Regulations No.12/1997, Article 28
*0 Regulations No.12/1997, Article 29 (1)
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under subject matter excluded from patentability, and that the invention is
new, involves an inventive step, and is industrially applicable. A substantive
examination also ensures that the application has been sufficiently disclosed and

that the claims are concise and supported by the description.

4.2.1 Search

The examiner carries out search of the existing literature for relevant prior art
(information disclosed to the public anywhere in the world, in any form, before
the date of filing or priority of the examined application)®'. The aim of the search
is to identify the documents that may be used at the substantive examination

stage when the application is examined for Novelty and Inventive Step.

In conducting the search, the examiner checks the classified search files
(documentation collections) to ascertain whether any documents exist which

describe a technical solution similar to that described in the application.

As the claims of the patent application determine the extent of the patent
protection, search shall be made on the basis of the claims, with due regard
to the description and drawings (if any). Hence, while conducting a search
the examiner shall bear in mind the key place of claims in patentability of
inventions. The key words or text normally used for search include the initial
or any words in claims, description and drawings (if any) submitted at the filing
date or as later amended. In general, the examiner shall carry out search based

on independent claims, dependent claims, description and drawings if any.

While conducting search, the examiner must initially ascertain the technical
solution presented in the independent claim®? as the subject of the search,
followed by a subsequent search for further technical solutions provided by
dependent claims as the subject of the search. For example, if the subject
matter of the independent claim deals with a composition of matter or

combination of elements as X, Y & Z, the examiner shall conduct search on

51 Proclamation No.123/1995, Article 3(2)
52 See section 4.2.4 for a detailed discussion of claims
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technical solution presented by X+Y+Z. If relevant document that negates the
Novelty & Inventive Step of an invention is not found in X+Y+Z combinations,
the examiner shall further search by combining X+Y, X+Z and Y+Z.

At this stage the application is also examined to ensure that it relates to one

invention or to a group of inventions which form a single inventive concept®.
In conducting substantive examination searchable documents may include:-

a) Applications filed with the EIPA before the priority date or the date
of filing of the examined application and laid open to public inspection
before or after that date;

b) Published patent documents of various countries in electronic form
(searchable databases or in CD-ROMS);

c) Non-patent literature including scientific journals, technological
and other books, periodicals, manuals, etc.

The search shall be conducted using International Patent Classification (IPC)**
and computer searchable databases. Published patent document database
contains mainly patent documents classified according to IPC. Electronic
databases used for search include off-line CD-ROM databases and on-line
databases. On-line databases include free-of-charge databases, such as the
esp@cenet. Other non-patent literature is also used for search purposes and

the relevant prior art documents are retrieved by manual search

The search is carried out primarily on the basis of the search files contained in
the Published patent document database and among applications filed with the
EIPA before the priority date or the date of filing of the examined application
and laid open to public inspection before or after that date. The search first
covers all directly relevant technical fields and may be extended to analogous
fields. The examiner may additionally carry out an on-line search. While using
the computer searchable databases the examiner may use key words in the title of

the invention and name of the company or organization.

> Regulations No.12/1997, Article 17
> See Chapter five of these Guidelines for a detailed discussion of the IPC
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For the purpose of the search and the substantive examination under Article
13(3) of the Proclamation and as described in this section of the Guidelines,
the EIPA shall, to the maximum extent practicable, use previous work results of
corresponding foreign patent applications filed in particular with the European
Patent Office, as well as other intellectual property offices and documents
of related applications filed abroad furnished by the applicant™.

The applicant is informed of the findings of the search by way of examiner’s
report (Form No. 2 of the Regulations) setting out:

1) A list of the documents located during the search, which disclose
subject matter the same as or closely resembling the invention; and

2) The claims in the application that should be compared with each
of those documents.

The report may also give an indication of the scope of the search, that is, the type
of documents that have been searched, the time span covered, and the specific
areas of technology searched.

The search does not extend to disclosures other than publications and, in
particular, does not seek to determine whether disclosure has taken place by
public use. This type of disclosure, if any, will only be taken into account during
the examination as to substance if that use has been brought to the attention of
EIPA by some third party’s action.

Use of the IPC for Search Purposes

Nearly all published patent documents are provided with IPC symbols. The IPC
may be used for various kinds of search in paper documentation or in electronic
databases. The first of these is Novelty Search. The objective of a Novelty
Search is to determine the novelty or lack of novelty of the invention claimed
in a patent application. The aim of the search is to discover relevant prior art in
order to establish whether an invention has or has not already been disclosed at

a date earlier than the reference date for the search.

> Proclamation No. 123/1995, Article 10(2); Regulations No.12/1997, Article 21
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The second kind of search is conducted to locate documents relevant to the
determination of other criteria of patentability, for example, the presence or
absence of an inventive step or the achievement of useful results or technical
progress. This type of search should cover all technical fields which may
contain material pertinent to the invention. The above two types of searches are
mainly carried out by industrial property offices with respect to their substantive

examination procedures.

The third kind of search is infringement search which involves a comprehensive
examination of existing patents and related technical documents to identify any
potential infringements on a specific patent. The goal is to determine if a product
or a process violates the claims of an existing patent. Furthermore, performing
such a search can help investors and inventors from wasting valuable resources
or making duplication of efforts pursuing a product or process that someone else

has already patented.

The fourth one is informative Search which is made to familiarize the inquirer
with the state of the art in a particular field of technology. It is also often referred to
as a state-of-the-art search. This kind of search provides background information
for research and development activities and allows the identification of patent
publications that already exist in the given field. Further reasons for this kind
of search could be the need to determine alternative technologies which may
replace a technology applied or to evaluate a specific technology which is being

offered for license or which is being considered for acquisition.

4.2.2 Patentability of Inventions

An invention must meet several criteria if it is to be eligible for patent protection.
These include, most significantly, that the invention must consist of patentable
subject matter, the invention must be new (novel), it must exhibit a sufficient
inventive step (be non-obvious), it must be industrially applicable (useful),
and the disclosure of the invention in the patent application must meet certain

standards. Therefore, the patent examiner is expected to check that the patent

BT N
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4.2.2.1 Novelty

Novelty is a fundamental legal requirement for the patentability of inventions.
To obtain a patent the inventor must come up with a new technical solution
to a problem. There are two major justifications that underlie the novelty
requirement for the grant of a patent. First, the Novelty standard maintains the
public domain not to be encroached by the granting of patents to already existing
knowledge so that the inventor may not monopolize what others have viewed as
free knowledge common to everyone. The second thing is that, the Novelty
standard advances competence by discouraging creators of technology from
engaging in redundant development efforts. It encourages inventors to be
engaged in novel activities knowing that a patent is obtained only when the
inventor adds an outstanding progress to the state of the art and introduces a new

technical solution to a technical problem not yet solved.

An invention is considered to be new if it does not form part of the state of the
art, i.e. everything made available to the public by means of publication or oral
description, by use or in any other way before the date of filing or the date of

priority (if claimed) of the application®.

Publication in tangible form requires that there be some physical carrier for
the information, a document in the broad sense of the term, and that document
must have been published, that is to say, made available to the public in any
manner such as by offering for sale or deposit in a public collection. Publications
include issued patents or published patent applications, writings (whether they
be manuscript or printed matter), pictures including photographs, drawings or

films, recordings and publications on the Internet.

A patent application for an invention should be filed at the EIPA before the
invention has been disclosed to the public, otherwise the disclosure of the
invention becomes part of the prior art to the patent application and will be
taken into account when considering whether the claimed invention meets the

requirements of newness and being inventive.

¢ Proclamation No.123/1995, Article 3(2)
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However, there are two conditions where material in the public domain
disclosed within 12 months preceding the filing date or the priority date, is
not taken into account when assessing Novelty of an invention®’. The first is
where the information was obtained unlawfully or disclosed as a result of a
breach of confidence. The second situation is where the disclosure occurred
due to the invention being displayed at an exhibition. Such an exhibition can be

international, regional or national.

The applicant may request in writing for such disclosures to be disregarded for
prior art purposes. The request must be filed at the time of filing or within one
month of filing the application and indicate full particulars of the disclosure®.
Where the disclosure was made at an exhibition, the applicant must file,
within the same period, a duly authenticated certificate issued by the authority
responsible for the exhibition containing particulars of the exhibition and stating
that the invention was in fact exhibited there™.

In general while dealing with the determination of Novelty the examiners shall

apply the following principles:

An invention is considered new if it is not anticipated by prior art;

2. Aprior art will be considered as anticipatory (an invention that lacks Novelty
is said to be anticipated) if all the essential technical features of the
invention under examination are present in the selected closest prior art.
Prior disclosure can be implicit or explicit but simple merging of different
pieces of prior art material by collocating or mere arranging or listing down
of the technical features may not destroy Novelty and;

3. Generic disclosure does not usually take away the novelty of any specific
work falling within the terms of that disclosure, but a specific disclosure
does take away the novelty of a generic claim embracing that disclosure.
For example the prior disclosure of the subset “vegetables” deprives the

wider set “fruits and plants” of novelty.

7 Proclamation 123/1995, Article 3(3)
% Regulations No.12/1997, Article 19
** Regulations No.12/1997, Article 19
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Procedure to Determine Novelty

In order to establish the Novelty of an invention, an examiner has to conduct an
extensive search for all prior art documents that relate to the current invention
in order to determine whether the invention has been anticipated by previous
publication and prior claiming or not. Such prior art searching includes patent
and non-patent literature. An invention defined in a claim lacks Novelty if the
specified combination of essential technical features has already been disclosed in
printed publication, presented in any electronic form, by public use, or sale.
In order to destroy Novelty, the document that is identified as the closest
prior art must entirely comprise the essential technical features considered
as anticipatory within a single form either explicitly or implicitly. If two or
more documents are found, each must stand on their own, unless the documents
found are linked in such a manner that they form a continuous document that
deals with the same subject matter. A technical feature taken by combining two
different documents cannot destroy Novelty. In general, anticipation requires
the presence of all essential technical features in a single disclosure of each

and every element of a claimed invention.

A determination of Novelty requires tasks that should be performed in two
distinct steps. First, the current state of technology must be assessed as a basis
for comparison. This step requires a determination of the closest prior art from
any sources around the world (any prior art documents that are available to
the examiner) which are pertinent to the Novelty search. According Article
3(2) Proclamation such closest prior art includes published patent documents
filed before the filing date or the priority date of the examined application,
applications filed in the EIPA before the filing date or the priority date of the
examined application and laid open for public inspection and non-patent
literature, as well as evidence of actual uses or sales of a technology in Ethiopia
or any country abroad before the filing date or the priority date of the examined

application (absolute Novelty).

Second, once the examiner identified all possible closest prior art that might

give rise to Novelty challenging documents, the next job is to identify which
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document among those identified as closest prior art actually anticipates or
destroys the Novelty of the claimed invention. The standard of anticipation must
be precise and strict. Each and every technical feature in the claimed invention
must be disclosed in a single prior art document chosen as closest prior art
(Novelty destroying prior art). Besides, the examiner has to strictly look at
whether the said technical features disclosed in a single document may enable

a person skilled in the art to make the anticipating subject matter or not.

In general to decide whether the examined invention is novel or not the examiner

has to follow the following steps:

1. Search for the closet prior art;

2. Interpret or understand the whole invention (description, claims and
drawing (if any)) to establish the boundaries of the invention being claimed;

3. Interpret the searched closest prior art through the eyes of the person
skilled in the art (the hypothetical technician);

4. Compare the invention as claimed with the identified closest prior art
available on the date of filing or priority date of the application. Based
on the comparison identify whether or not the disclosed technical solution
found in the closest prior art is substantially the same and whether the
person skilled in the art starting from the solution decides that the two
inventions can be applied in the same technical field, solve the same

technical problem and have the same technical effects.

If each and every essential technical feature found in the closest prior art is
found in the application under examination, the invention is considered to have
been disclosed before its date of filing or priority and it is not Novel: it has been

anticipated.

4.2.2.2 Inventive Step or Non-Obviousness

Once the invention is examined for its Novelty, the next step is to ascertain whether
the claimed invention meets the criteria of inventive step or non-obviousness.
Inventive step measures the invention’s level of technical advancement to
deserve the grant of a patent. That means, even if an invention is novel and
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possess industrial utility, it does not deserve a patent if it is a mere or trivial
continuation of past work. There must be an outstanding leap forward.

Novelty and inventive step are different criteria. Novelty exists if there is any
difference between the invention and the prior art. The expression inventive
step conveys the idea that it is not enough that the claimed invention is new,
that is, different from what exists in the state of the art, but that this difference
must have two characteristics. Firstly, it must be inventive, that is, the result of
a creative idea and it must be a step, that is, it must be noticeable. There must
be a clearly identifiable difference between the state of the art and the claimed

invention

Article 3(4) of the Proclamation states that an invention shall be considered
as involving an Inventive Step if, taking into consideration the state of the art,
it is not obvious to a person having ordinary skill in the art. A person with
ordinary skill in the art is presumed to be a skilled practitioner in the relevant
field of technology who possesses average knowledge and ability. It is intended

to exclude the best expert that can be found.

In assessing inventive step /non-obviousness the following terms shall be
defined:

» The first is prior art that refers to any idea/technology pertaining to the
invention under scrutiny that has been made available to the public before
the filing or priority date of a patent application by any means including,
publication, sale, use and oral disclosure;

* Closest prior art refers to that combination of features derivable from
one single reference that provides the best basis for considering the extent
(question) of obviousness;

* Technical problem relates to the aim and task of modifying or adapting the
closest prior art to provide the technical effects that the invention provides
over the closest prior art. It is a problem that the invention solves in a novel
and non-obvious manner. It should be disclosed in such a way that it can

be appreciated and the solution can be understood. It does not necessarily
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imply the solution is a technical improvement over the prior art. Seeking
for alternatives to a known device or process providing the same or similar

effects or which is more cost-effective is solving a technical problem.

The granting of patent rights to technologies that are routinely invented/
discovered does not contribute to technological progress but, on the contrary,
may arrest knowledge dissemination and hamper it. This is to mean that for an
invention to involve an inventive step the steps taken forward must be more than
what could be routinely made. Hence, patent examiners can fairly and logically
make a determination of whether or not the invention under scrutiny is one that a

person having ordinary skill in the art can routinely invent it or not.

The inventive step / non-obviousness analysis proceeds in the same trend as
the novelty examination. The question of inventive step or non-obviousness arises
only if the invention under consideration is considered novel, i.e. only if the
said invention passed the novelty test. The relevant prior art for inventive step
generally is the same as that for novelty but in contrast to the novelty requirement of
using single document as “anticipatory document” multiple prior art disclosures
can be combined to check whether the underlined invention possess inventive

step /non-obviousness or not from the perspective of the person skilled in the art.

Determining inventive step /non-obviousness is a challenging task. Many
intellectual property offices developed different approaches and methods
for checking whether or not the invention under examination possesses
inventive step. Among these the one developed by the European Patent Office
is recommended in these Guidelines. That is the “Problem Solution Approach”,
which was developed on the basis of realizing that an invention is a means to
solve a technical problem. In this approach the examiner makes a determination
whether the invention under scrutiny is obvious for a person having ordinary

skill in the art or not at the time of the filing.
The “Problem Solution Approach” Consists of the Following Steps:

1. Determining the “Closest Prior Art”;

2. Determining the “ Objective Technical Problem” to be solved; and
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3. Determining the non- obviousness of the claimed solution in regard to

prior art.

Therefore, when using the problem solution approach to establish inventive step
/ non-obviousness of the invention the examiner has to follow the steps of:

Identifying the closest prior art (closest to the invention under examination): - all
documents available to the public (in any form) before the filing date or priority
date of the examined application shall be checked and among them the one
that embraces similar or the same technical features can be considered as the

closest prior art;

1. Determining the technical problem to be solved taking in to
consideration the closest prior art. After determining the closest prior
art, the essential technical features that distinguish the invention under
scrutiny from the prior art and the technical effects achieved by these
essential features must be ascertained (determining the distinguishing
technical features, problem solved by the said technical features and
effects achieved by these key technical features). The technical problem
can be considered as the task to be solved by the said distinguishing
technical features of the claimed invention but not solved by the closest
prior art. If the technical effects furnished by the said distinguishing
essential technical features are already accomplished in the closest prior
art, then the solution designed to solve the problem in the claimed

invention can be considered as an alternative solution;

2. Considering whether or not the claimed invention, starting from the
closest prior art and the objective technical problem, would have
been obvious to the skilled person. Starting from the closest prior art,
combining the said closest prior art with other similar prior arts (different
documents) and identifying the technical problem to be solved, arriving
at the claimed solution in an obvious or a non-obvious way by taking
account of person’s skilled in the art knowledge, then decide the fate

of the application to be non-obvious or obvious.
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In general, after the key technical features of the invention and its effects of
solving the underlined problem have been drawn up and identified the next
step is to examine with respect to the state of the art whether such technical
solution to the said problem outlined under the current invention would have
been obvious to a person skilled in the art at the filing or the priority date. The
main aim here is to put the skilled person in the shoes of the alleged inventor
who solved the problem and decide whether such skilled person in the art would
obviously arrive at the same solution as the alleged inventor made at the filing

or priority date.

4.2.2.3 Industrial Applicability

In order for an invention to be patentable it must be capable of industrial
application. This reflects the long-held view that patent protection should not be
available for purely abstract intellectual creations. If the invention is intended
to be a product or part of a product, it should be possible to make that product.
And if the invention is intended to be a process or part of a process, it should be
possible to carry that process out or use it in practice. The need to show industrial
applicability also reflects the image of patentable invention as having technical
character. Industry here refers not only to the traditional definition of the word,
but also applies to other activities, such as transport, agriculture, hunting, public

administration, health care, etc®

Therefore, industry should be understood in its broad sense as including any
physical activity of technical character’, i.e. an activity which belongs to the
useful or practical arts as distinct from the aesthetic arts; it does not necessarily
imply the use of a machine or the manufacture of an article and could cover e.g.

a process for dispersing fog or for converting energy from one form to another.

Methods of testing generally are regarded as inventions susceptible of industrial
application and therefore patentable if the test is applicable to the improvement

or control of a product, apparatus or process which is itself susceptible of

% Proclamation No. 123/1995, Article 3(5)
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industrial application. Processes or articles alleged to operate in a manner which
is clearly contrary to well-established physical laws, such as perpetual motion

machines, are regarded as not having industrial application.

In most cases, industrial applicability will be obvious from the nature of the
invention, the disclosure of the invention in the description and the specific
examples. However, in some cases, for example, where the invention is a new
chemical compound, its industrial applicability may not be obvious. In such
cases the application should indicate explicitly the way in which an invention is

industrially applicable®'.

4.2.3 Non-Patentable Inventions

In order to be eligible for patent protection, an invention must fall within the
scope of patentable subject matter. Fields of technology which may be excluded

from the scope of patentable subject matter in Ethiopia include the following:

4.2.3.1 Discoveries, Scientific Theories and Mathematical
Methods

Discovery is the act of searching and exploring something that already exists in
nature or the environment but was never really recognized before. It constitutes
something which has been there in nature or environment but never came in
front of the human eyes and has not been recognized earlier. Similarly finding
out a new property of a known material or article is a discovery. Such works
are not patentable because they have no technical effect and are, therefore, not
inventions that fulfill the criteria of patentability according to Article 3(1) of the

Proclamation.

Scientific theories are also not patentable, regardless of how radical or
revolutionary their insights may be. They are the basic tools of innovative
work and the exception is necessary to avoid the danger of blocking the use of

such tools and thereby inhibit future innovation premised upon them through the

¢! Regulations No.12/1997, Article 11(1)h
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grant of patents. However, patents are granted to a product or a process which
incorporates such a theory to bring out innovative solution to a problem.
For example, Newton’s Theory of Gravity belongs to a non-patentable subject
matter. But patents can be granted for a new practical application of the theory
of gravity for developing or inventing a gravity pump and a theodolite (a
surveyor’s instrument used to measure the area or angle) developed using the

principles of Pythagoras Theorem respectively.

Similarly, mathematical methods are purely abstract and acts of mental skill.
Therefore, methods of calculation, formulation of equations, finding square
roots, cube roots and all other techniques directly involving mathematical
methods are not patentable. However, the exclusion applies if a claim is directed
to a purely abstract mathematical method and the claim does not require any
technical means. Inventions that propose and claim a technical solution that is

beyond a mathematical method may be granted a patent.

A basic difference between a mathematical method and a technical process can
be seen, however, in the fact that a mathematical method or a mathematical
algorithm is carried out on numbers and also provides a result also in numerical
form. No direct technical result is produced by the method as such. In contrast,
if a mathematical method is used in a technical process, that process is carried

out on a physical entity and provides as its result a certain change in that entity.

4.2.3.2 Inventions Contrary to Public Order or Morality

Public order expresses concerns about matters threatening the social structures
which tie a society together. It mainly refers to the protection of public security
and the physical integrity of individuals as part of society, and encompasses
the protection of the environment. On the other hand morality is the degree of
conformity to what society considers as right and acceptable. The concept of
morality is relative to the values prevailing in a society. Such values are not
the same in different countries and cultures, and change over time. The culture

inherent in the society as a whole or a significant section of the community
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should form the basis for determining what behavior is right and acceptable, and

what behavior is wrong or immoral.

In Ethiopia inventions that contravene the social norms, ethic, rules and behaviors
recognized by the people as right and acceptable are considered to be contrary
to public order or morality. In the absence of such exclusion the patent system
may promote any kind of inventions that are new, involve inventive step and
industrially applicable, even if they are socially harmful. Hence, any patent
application that falls under this category shall not be published on the EIPA Patent
Gazette and shall be denied patent protection no matter how novel or inventive

the invention may be.

Examples of inventions that are contrary to public order or morality
include processes of biotechnology such as cloning human beings or processes
for modifying the germ line genetic identity of human beings, any machine or
method for counterfeiting of currency notes, an invention for adulteration of

food products and antipersonnel mines.

Another type of inventions explicitly excluded from patentability for being
contrary to public order or morality in numerous patent laws is that of
procedures for modifying the genetic identity of animals that cause them
suffering without substantial medical or veterinary benefit to man or animals,
and animals resulting from such procedures. A famous case was that of the
“Oncomouse”. The OncoMouse or Harvard Mouse is a type of laboratory
mouse that has been genetically modified to carry a specific gene called an
activated oncogene . The activated oncogene significantly increases the mouse’s
susceptibility to cancer, and thus makes the mouse a suitable model for cancer

research.

4.2.3.3 Plant or Animal Varieties or Essentially Biological
Processes for the production of plants or animals

Article 4(1) b of the Proclamation excludes plant and animal varieties and

essentially biological processes for the production of plants or animals from
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patentability. Varieties are certain subgroups of species with special hereditary
characteristics that distinguish them from other varieties. Plant varieties are

protected in Ethiopia by the Plant Breeders Right Proclamation.

A process for the production of plants and animals is considered to be essentially
biological if it consists entirely of natural phenomena such as crossing and
selection. It is a method that involves the steps of crossing and selection without
genetic manipulation. Most countries decide whether a process is essentially

biological based on the extent of human involvement or intervention.

4.2.3.4 Schemes, Rules or Methods for Playing games or
Performing Commercial and Industrial Activities and
Computer Programs

Schemes, rules and methods for playing games are not protected by patents.
The exclusion applies both to rules for traditional games and rules that underlie
contemporary forms of game play. Game rules are normally agreed to by the
players as rules serving the explicit purpose of playing the game. They are of an
abstract, purely mental nature and are meaningful only in the gaming context.
Game rules often are designed to entertain and keep the interest of players by
way of psychological effects such as amusement, suspense, or surprise. Such
effects do not qualify as technical effects. Rules and corresponding computations
which determine a game score or a skill rating for players, even if they are

computationally complex, are usually considered non-technical.

The exclusion from patentability also applies to inventions which are of a financial,
administrative or organizational nature which are regarded as schemes, rules
and methods for doing business. Examples of such activities include banking,
accounting, marketing and advertisement, management of rights and contractual
agreements, as well as activities involving legal considerations. Planning and
forecasting in business environments, including logistics and scheduling of tasks
also fall under this category. These activities involve collecting information,
setting goals, and using mathematical and statistical methods to evaluate

information for the purpose of facilitating managerial decision-making
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Computer programs are excluded from patent protection because they are forms
of writing or intellectual works which are traditionally protected by copyright
rather than patents. While patent law is exclusively concerned with technical
creations, computer programs are not technical and, as such, not appropriate
subject matter for patent protection. Furthermore, computer programs are
effectively abstract ‘mathematical methods’ and ‘algorithms’, which have long

been regarded as falling outside the scope of patentable subject matter.

However, while computer programs as such are excluded from patentable
subject matter, this does not mean, that inventions that embody or utilize
computer programs are also necessarily excluded. This means programs for
computers must be considered as patentable inventions when they have a
technical character. A computer program is not excluded from patentability if
the program, when running on a computer or loaded into a computer, brings

about, or is capable of bringing about, a technical effect.

4.2.3.5 Methods for Treatment of the Human or Animal Body by
Surgery or Therapy, as well as Diagnostic Methods Practiced
on the Human or Animal Body

Any medical treatment of a disease, ailment, injury or disability, i.e anything
that is wrong with patients and for which they would consult a doctor, as well as
prophylactic treatments such as vaccination and inoculation, is to be regarded
as therapy. The same considerations apply for animals as for human patients,
so that for example prophylaxis and immunotherapy in animals are regarded as

therapy.

Surgery is a technique to treat diseases, injuries or other medical conditions
by cutting open the body and removing or repairing the damaged part. In other
words any operation on the body which requires the skill and knowledge of a

surgeon would be regarded as surgery.

Diagnosis is the identification of the nature of a medical illness, usually by
investigating its history and symptoms and by applying tests. Determination of

the general physical state of an individual is not considered to be diagnosis if it
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is not intended to identify or uncover a disease.

Exclusion of medical methods from patentability is justified on the basis of
morality — where it is considered wrong to limit the availability of potential life-
saving treatments to individuals in need. The argument is that doctors should be
able to choose the best medical treatment for the patient without being restricted
by exclusive patent rights with the rationale that patents shouldn’t interfere with

the saving of a human life.

Diagnostic methods are intended to ascertain the presence (or absence) of a
disease; and are decisive for treatment decisions in patients. Therefore, their
exclusion from patentability is also considered as necessary to remove barriers
to life saving efforts. Veterinary practitioners should also be free from restriction
to take the actions they consider suited to diagnose illnesses by means of

investigative methods and treat animals.

However, products for use in any of these methods are patentable. Therefore,
patents may be obtained for surgical, therapeutic or diagnostic instruments or

apparatuses for use in such methods.

4.2.4 Patent Claims

The claims determine the scope of protection conferred for an invention and set
out the scope of the patent monopoly sought by the inventor. A patent application
must contain one or more claims which define the matter for which protection
is sought in terms of the technical features of the invention and shall pertain
to either product or process. The claims form the legal basis of the invention
and whether an invention fulfills the patentability criteria is determined by

examining the claims.

Article 9(4)c of the Proclamation and Article 12 (1) the Regulations require
that the claims shall be clear and concise and be supported by the description.
This is to say that a claim must contain all of the essential technical features
(technical content) that differentiate the invention under examination from the
closest prior art. But features which the skilled person accepts or acknowledges

as necessary for placing or setting down of such an invention into operation shall
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not appear in the claims as they may destroy the Novelty of the invention. The
number of the claims shall be reasonable taking into account the nature of the

invention®.

4.2.4.1 Form and Content of Claims

The claims should commence on a new page. The prescribed and accepted way
of writing a claim is that each claim shall be a single sentence. Claims must
be drafted in terms of the technical features of the invention. Each technical
feature mentioned in the claims and illustrated in the drawings should, wherever

possible, be followed by its reference numeral in parenthesis.

The technical terminology used in the claims must be consistent with that
used in the description. The claims may contain chemical or mathematical
formulae but not drawings and should not contain any statements relating, for
example, to commercial advantages or other non-technical matters. However,
statements of purpose should be allowed if they assist in defining the invention.
Claims to the use of the invention in the sense of the technical application
thereof are allowable.

The claims must not, except where absolutely necessary, rely on references to
the description or drawings to explain the technical features of the invention,
in particular they must not make statements such as “as described in part ... of

the description” or “as illustrated in figure .... of the drawings”.

2 Regulations No.12/1997, Article 12(2).
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4.2.4.2 Structure of Claims

A patent claim is generally written in three parts — the preamble, the transitional

phrase and the body.

1.

The preamble is an introductory phrase that identifies the category of
the invention protected by that claim (example, a herbal formulation for
topical wound treatment, a method and apparatus for baking bread, a device
for removing bread from baking tins, etc.). As a rule, every claim needs an
introductory phrase, but does not limit the scope of claim;

Transitional Phrase (dictates whether the claim is “open,” or “closed”. The

most common transition phrases are “comprising of” and “consisting of”.

Note that, “Comprising of” dictates that the invention includes but is

not limited only to the technical features described in the claim while

“consisting of” is a closed end phrase that dictates the invention is limited

only to the technical features described in the claim;

Body of the claim- The body of the claim is the portion that follows

the transitional phrase. The body of the claim recites the elements and

limitations of the claim. The body also explains how the different elements
exist in relationship to one another. The body of the claim may include
any of a variety of structural, functional, relational or parametric elements.

Example, a herbal formulation useful as a therapeutic and cosmetic

applications for the treatment of general skin disorders comprising the

following ingredients:

a) at least two plant extracts in the form of oil or powder or mixtures
thereof, the said plant extracts being selected from the group consist-
ing of Gymnena sylvestrae water, Allium sativum Gum Olibanum
powder; Gum Olibanum resinoid or its organic extract and resinoid
free Gum;

b) any drug having anti-inflammatory and wound healing property or

mixture thereof.

The body of the claim shall be drafted as mentioned in example (a) and (b)

above.
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A claim can also be written in a two-part format. In a two-part claim, the
preamble of the claim sets out the most relevant known prior art and the body
characterizes the improvement of the invention. The preamble and body are
connected by a specific transitional phrase that signals that the claim is in two
parts. Thus two-part claims still have a preamble, a transitional phrase and a
body, but the preamble is the statement of the single most relevant prior art, the
transition is a phrase such as “characterized by” or “characterized in that” and
the body provides the element(s) that the applicant considers novel (not found

in the closest prior art).

4.2.4.3 Kinds of Claims

There are two basic kinds of claims:

1. Product claims;

2. Process claims
The first category of claims (product claim) includes a substance or composition
(e.g. a chemical compound or a mixture of compounds) as well as any physical
entity (e.g. article or apparatus) which is produced by man’s technical skill.
For example, a claim that covers a tripod for a camera or a window crank is a

product claim addressing a physical entity.

In the preamble section a product claim, recites what the product is and
sometimes also what it does. Next, the claim will list the essential elements of
the invention — that is, those required for the inventive device to function in its
most basic form (the essence of the invention). The novelty of the invention lies

in these essential components.

In general, infringement of a product claim occurs when a third party, not
authorized by the patentee, makes, uses, offers for sale, sells or imports for these

purposes the product covered by the claim.

The second category of claims (process claim) is applicable to all kinds of
activities in which the use of some material product for effecting the process
is implied, the activity may be exercised upon material products, upon energy,

upon other processes (as in control processes) or upon living things. It may
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address a process that results in a product (e.g., a manufacturing process); or a
process not yielding a product (e.g., a process of computing data or a process of

diagnosing the safety of a system).
The following is an example of a process claim:
A method for making tea, the method comprising:

* boiling water;

» adding sugar to the boiling water;

* adding tea leaves to the boiling water to form a mixture;

= adding milk to the mixture; and

= filtering the mixture.
In this example, the series of steps performed in the process of making tea
are stated sequentially in the order they are performed. In many jurisdictions,
however, the steps performed in a process claim are presumed to occur in any
order, unless otherwise stated, for both prior art and infringement purposes. In
the example set out above, the step of boiling water must occur before the step

of adding sugar to the water, but the step of adding sugar to the water could

occur after any other step, for example after adding the milk.

An infringement of a process claim occurs where a third party, not authorized by
the patentee, uses the claimed process. In addition, if a claimed process results
in a product, unauthorized acts of using, offering for sale, selling or importing
for these purposes the product obtained directly by that process also constitute

infringement of the process claim.

4.2.4.4 Claim Sets

A set of claims in a patent application will normally include one or more
independent (or main) claims and a number of dependent or subsidiary claims
(or sub-claims), which depend from one or more preceding independent and/or

dependent claim(s).

All patent applications must contain at least one independent claim directed
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to the essential features of the invention — that is, those features necessary to

satisfy the legal patentability requirements such as novelty and inventive step.

Anindependent calm is a standalone claim that contains all the limitations
necessary to define an invention. The independent claim represents the broadest
claims. Some independent claims are broader than other independent claims,
but a given independent claim is always broader than any claim that depends

on it.

Each claim set begins with an independent claim. A patent application may
have more than one independent claim. For instance, a single invention may
encompass several different aspects, in which case it may not be possible to
have one broad claim that covers all the different aspects

Each independent claim may be followed by one or more dependent claims that
relate to more specific embodiments of the invention recited in the independent
claim. Dependent claims contain references to other claims. A dependent claim
that refers to another claim will include all features of the other claim even
if they are not explicitly recited. Also, in some cases, a dependent claim may
define a particular feature (or features) that may appropriately be added to more
than one previous claim (independent or dependent).

It follows that there are several possible relationships between claims. A
dependent claim may refer back to one or more independent claims or to one or
more dependent claims or to both independent and dependent claims. Any
independent claim should clearly specify all of the essential features needed to
define the invention except in so far as such features are implied by the generic

terms used.

Dependencies to another claim are signaled by the identification of a parent
claim from which it depends. Dependent claims include all the features of any
other claim. A dependent claim must contain, if possible at the beginning, a
reference to the other independent or dependent claim, all of whose features it

includes, and then state the additional features.

The format of a dependent claim makes the claim more concise, avoiding
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repetition of the whole text of the claim to which it refers. The dependent claim
includes everything from the parent claim plus whatever is newly recited in the
dependent claim itself. Dependent claims tend to be considerably shorter than
independent claims. All dependent claims that relate to an independent claim

share the same preamble.

Since a dependent claim does not itself define all the characterizing features of
the subject matter which it claims, expressions such as “characterized in that”
or “characterized by” are not necessary in such a claim but are nevertheless
permissible. Immediately after the reference to another claim, a dependent

claim states at least one additional feature that is not present in that other claim.

The arrangement of dependent claims must enable a ready reckoning and
construction of the association of related claims and their meaning. All
dependent claims must refer back to at least one previous claim and they cannot
refer forward to a subsequent claim. In no way can a dependent claim extend the
scope of protection of the invention defined in the corresponding independent
claim. A dependent claim can only add elements or limitations to the claim from

which it depends; it cannot subtract any elements or limitations

4.2.4.5 Clarity and Interpretation of Claims

The clarity of the claims is of the most importance in view of their function
in defining the matter for which protection is sought. Claims should be read
giving the words the meaning and scope, which they normally have in the
relevant art (technical field), unless in particular cases the description gives

the words a special meaning by explicit definition or otherwise.

4.2.4.6 Inconsistencies Between a Description and Claims

Any inconsistency between the description and the claims should be
avoided. Simple verbal inconsistencies can be removed either by broadening
the description or by limiting the claims. In the same way, if the claims are more

limited than the description, the claims may be broadened or the description
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Independent claims must be so drafted as to include all the technical features of
the invention, which are essential for a technical effect. Inconsistencies regarding
apparently essential features occur. For example, when it appears that a certain
described technical feature not mentioned in an independent claim is essential
to the performance of the invention, or, in other words, is necessary for the
solution of the problem to which the invention relates, there will be an objection
from the patent examiner. If, in response to this objection, the applicant shows
convincingly, e.g. by means of additional documents or other evidence, that the
feature is in fact not essential, he may be allowed to retain the un amended claim
and, where necessary, to amend the description instead. The opposite situation
in which an independent claim includes apparently inessential features is not

objectionable.

If a claim is to a process for producing the product of the invention, then the
process as claimed should be one which, when carried out in a manner which
would seem reasonable to a person skilled in the art, necessarily has as its
end result that particular product, otherwise there is an internal inconsistency

and therefore lack of clarity in the claim.

4.2.4.7 Result to be Achieved

The area defined by the claims must be as precise as the invention allows. As
a general rule, claims which attempt to define the invention by a result to be
achieved are not allowed. However, they may be allowed if the invention
either can only be defined in such terms or cannot otherwise be defined more
precisely without unduly restricting the scope of the claims and if the result is one
which can be directly and positively verified by tests or procedures adequately
specified in the description or known to the person skilled in the art and which

do not require undue experimentation

In the case of a product claim, if the product is of a well-known kind and
the invention lies in modifying it in certain respects, it is sufficient if the
claim clearly identifies the product and specifies what is modified and in what

way. Similar considerations apply to claims for apparatus. Where the invention
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relates to a chemical product it may be defined in a claim in various ways
including by its chemical formula as a product of a process, or, exceptionally
by its parameters.

Characterization of a chemical product solely by its parameters should, as a
general rule, not be allowed. However, it may be allowable in those cases where
the invention cannot be adequately defined in any other way, provided that
those parameters can be clearly and reliably determined either by indication in

the description or by objective procedures which are usual in the art.

A product-by-process claim is a type of patent claim that defines a product in
terms of the method or steps used to make the product. Claims for products
defined in terms of a process of manufacture are allowable only if the products
fulfill the requirements for patentability and the claimed product cannot be
defined in any other way than in terms of its process of production. A product
cannot be considered as new merely by the fact that it is produced by means of

a New process.

4.2.4.8 Supportin the Description

There must be a basis in the description for the subject matter of every claim
and the scope of the claims must not be broader than is justified by the extent
of the description and drawings. Support must be of technical character. Vague
statements or assertions in the description having no technical content provide no
support.

Where certain subject matter is clearly disclosed in a claim of the application as
filed but is not mentioned anywhere in the description it is permissible to amend
the description so that it includes this subject matter. If the claim is dependent
it may suffice if it is mentioned in the description that the claim sets out a
particular embodiment of the invention.
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4.2.5 Unity of Invention

When the application is examined for Novelty and Inventive Step, the examiner
also checks whether it meets the requirement of unity of invention, i.e. that
it relates to one invention or to a group of inventions which form a single

inventive concept®.

When two or more inventions are claimed in one application the application
will fail to comply with the requirements of unity of invention unless it can be
shown that the inventions are so linked as to form a single general inventive
concept. The link between the inventions must be a technical relationship,
which finds expression in the claims in terms of the same or corresponding

special technical features.

A plurality of independent claims in different categories may constitute a
group of inventions so linked as to form a single general inventive concept®. An
application can contain two or more independent claims of the same category
only if they cannot be readily covered by a single generic claim®. A reasonable
number of dependent claims claiming specific forms of the invention claimed in an

independent claim may be included in the same application®.

When a single claim defines several chemical and non-chemical alternatives,
e.g. it contains a so called “Markush grouping®””, the requirement of unity
of invention should be considered to be present when the alternatives are of a

similar nature.

No lack of unity can be present between an independent claim and its dependent
claims, even if the features of the dependent claims are juxtaposed with the

features of the independent claim.

% Proclamation No.123/1995, Article 9 (2)

¢ Regulations No.12/1997, Article 17(1)

¢ Regulations No.12/1997, Article 17(2)

 Regulations No.12/1997, Article 17(3)

¢ Markush structures are representations of chemical structures with variable substituents that are used in patent
documents to specify groups of related chemical compounds, often in order to claim them as part of the scope
of a filed patent application. If a claim is intended to encompass combinations or mixtures of the alternatives set
forth in the Markush grouping, the claim may include qualifying language preceding the recited alternatives (such
as “at least one member” selected from the group), or within the list of alternatives (such as “or mixtures thereof”
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When there is a group of inventions in an application they should be linked by
a single concept which is inventive or there should be a technical relationship
among the claimed inventions. To fulfill the requirement of unity of invention
each claim should share a single common technical relationship which is
inventive. The single common technical relationship which is inventive is called

the “special technical feature”.

If a patent examiner determines that the claims in a patent application lack unity
of invention, the applicant, will typically be required to elect certain claims
and cancel or remove the others. The applicant should, however, typically be
allowed to file another divisional application for the unelected claims from the
first application. In practice, this means that failing to meet the requirement has
time and cost consequences for the applicant, resulting in additional fees and a

delay in obtaining patent protection.

4.2.6 Abstract

The abstract is a summary of the disclosure contained in the description, claims
and drawings, indicating the technical field to which the invention pertains. It
constitutes an efficient instrument for the purposes of understanding the gist of

the invention.

The main purpose of an abstract is as an aid to searching. It is generally
published on the front page in patent publications, entered into databases and
commonly provides the keywords for automated searching tools. When several
patent applications and patents appear as the result of a search, an individual
will often check the abstract to determine whether they need to read further. For

that reason, the abstract should be brief and it must be accurate.

The abstract has no legal effect on the application containing it. It merely delivers
technical information and cannot be taken into account for any other purpose,
including to interpret the scope of the claims or to determine patentability®®. It

should not contain any statements on the merits or value of the invention®. The
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abstract must meet the requirements laid down in Article 14 of the Regulations.

4.2.7 Drawings

Drawings serve to provide a visual representation of the features of the
invention. Along with the description drawings may be used to interpret the

claims.

Drawings shall not contain textual matter, unless it is indispensable for
understanding the drawings. In the case of circuit diagrams, block schematics
and flow sheets, identifying catchwords for functional integers of complex
terms (e.g. “magnetic core store”, “speed regulator”) may be regarded as
indispensable if they are necessary to enable a diagram to be interpreted rapidly
and clearly. The drawings must meet the requirements laid down in Article 13

of the Regulations.

4.2.8 Double Patenting

Double patenting is the practice of obtaining or granting two or more patents for
a single invention by the same applicant in the same jurisdiction. It is considered
unacceptable as it can extend the monopoly of the patentee beyond the patent
life. As patent right is granted for a limited period of time an inventor should not
be allowed to circumvent that time limit by obtaining multiple patents for the

same invention or the obvious variation of that invention.

There are two kinds of double patenting which are not allowed. The first
prohibits an inventor from having two patents with the same claim (or with
claims that are effectively identical). Because it requires the same claim in two
patents, this kind of double patenting is relatively easy to avoid and is fairly

uncommeon.

The second type prohibits an inventor from having a patent with a claim that is
obvious over a claim in another of the inventor’s patents. The principle behind
this prohibition is that an inventor should not be able to extend the life of a first

patent by obtaining a second patent with a claim to an obvious variation of the
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invention claimed in the first patent.

The EIPA shall refuse an application which has been filed by the same applicant,
claims the same invention and has the same filing or the same priority date as

another application”.

4.2.9 Objections, Amendments, Correction of Errors

If the application is deficient or contains points which are not clear, the
applicant should be consulted and given the opportunity to address any objections

raised by the examiner by removing deficiencies and amending the application’'.

Where an objection is raised, the applicant is notified (see Form 2 of the
Regulations) with a written communication indicating the reasons for the
objection, preferably by reference to a published document, and invited to
remedy the deficiency within a specified time limit which is not less than two

months and not more than six months.

The applicant may amend the application up to the time when the application
is in order for grant, provided that the amendment does not go beyond the
disclosure of the initial application”. The deletion of any claim previously
appearing in the application shall be made by indicating the number of the
previous claim followed by the word “cancelled”””. The EIPA, on request or on
its own initiative, may correct any error of translation, clerical error or mistake

in any document filed with it or in any recording made by it’.

If any reason for rejection is found in the process of the examination as to
substance and the deficiency is not removed by the applicant, the examiner
formulates a notification of reason for rejection and sends it to the applicant”™. The
EIPA will only reject the application if the results of the examination clearly

preclude the grant. In general, any doubt is resolved in the applicant’s favor,

70 Regulations No.12/1997, Article 29(1)

7! Regulations No.12/1997, Article 28(4)

72 Regulations No.12/1997, Article 18(1)

73 Regulations No.12/1997, Article 12(8)

7 Regulations No.12/1997, Article 52

7> Regulations No.12/1997, Article 28 (6) and 29(3)
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since final adjudication on the validity or otherwise of a patent is usually

possible via the courts.

Before issuing a negative decision, the EIPA shall notify the applicant of
the possibility of a hearing, indicating a time limit of not less than one month,
for filing a request for a hearing. The request for a hearing shall be made in
writing’®. Upon the applicant’s request, a hearing is scheduled to discuss the

outstanding issues before a decision is taken.

The hearing shall be held by the patent search and examination division and a
team of experts drawn from the examination section at the EIPA main office
or at any branch office depending on the availability and accessibility of the
necessary facilities. The composition of the team that adjudicate the hearing shall
be decided by the Patent Director after taking into due consideration the technical

field, the issue at hearing and the demands.

When the Authority decides to take any hearing (in any form) it will notify
the parties of the date, time, place, means and form of the hearing. The hearing
can be conducted orally, by written submission or by remote hearing using
available technologies such as telephone conference, video conference or
any other feasible communication technologies. After completing the hearing,
the Authority will notify the parties of its decision as soon as practicable. A
party aggrieved by the decision of the EIPA may appeal to the court”.

5. International Patent Classification

The EIPA uses the International Patent classification (IPC) to classify
patent applications and for the purpose of grant and publication of
patents’. IPC provides a system for the classification of patents based on
different areas of technology. The Classification is a means for obtaining an
internationally uniform classification of patent documents and has as its primary

purpose the establishment of an effective search tool for the retrieval of patent

76 Regulations No.12/1997, Article 53
77 Proclamation No.123/1995, Article 54
78 Regulations No.12/1997, Article 9

b s



| Patent Examination Guideline

documents by intellectual property offices and other users. This makes it an
important tool, in order to establish the novelty and evaluate the inventive step

or non-obviousness of technical disclosures in patent applications.

The Classification, furthermore, has the important purposes of serving as:

= an instrument for the orderly arrangement of patent documents in order
to facilitate access to the technological and legal information contained
therein,;

= a basis for selective dissemination of information to all users of patent
information,;

= a basis for investigating the state of the art in given fields of technology;

= a basis for the preparation of industrial property statistics which in turn

permit the assessment of technological development in various areas.

The IPC has a hierarchical structure and subdivides technology into 8 sections,
20 subsections, 118 classes, 624 subclasses and around 70000 groups (of which
approximately 10% are “main groups” and the remaining are ‘“subgroups”).
Each of the sections, classes, subclasses, groups and subgroups has a title and a

symbol, and each of the subsections has a title.

The primary purpose of the Classification is to facilitate the retrieval of technical
subject matter. It is therefore devised, and has to be used, in such a way that one
and the same technical subject is classified in, and thus can be retrieved from,
one and the same place within the Classification; this place being the one most

relevant to be searched for that subject.

Two types of information may be found in patent documents. These are
“invention information” and “additional information”. Invention information is
technical information in the total disclosure of a patent document (description,
drawings and claims) that represents an addition to the state of the art. The
invention information is determined in the context of the state of the art, using
guidance provided by the claims of the patent document, with due regard given

to the description and the drawings.

Addition to the state of the art means all novel and unobvious subject matter
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specifically disclosed in a patent document, which subject matter does not
represent part of the prior art, i.e., the difference between the subject matter
in a patent document and the collection of all technical subject matter that has

already been placed within public knowledge.

“Additional information” is non-trivial technical information which does
not in itself represent an addition to the state of the art but might constitute
useful information for the searcher. The additional information complements
the invention information by identifying, for example, the constituents of a
composition or mixture, or elements or components of a process or structure, or

use or applications of classified technical subjects.

Sections:- Sections are the highest level in the hierarchy of the Classification.

a) Section Symbol — Each section is designated by one of the capital letters
A through H.
b) Section Title — The section title is to be considered as a very broad indication

of the contents of the section.

The eight sections are entitled as follows:
1. HUMAN NECESSITIES
PERFORMING OPERATIONS; TRANSPORTING
CHEMISTRY; METALLURGY
TEXTILES; PAPER
FIXED CONSTRUCTIONS
MECHANICAL ENGINEERING; LIGHTING; HEATING; WEAPONS;
BLASTING
PHYSICS
ELECTRICITY

o vk~ wnN

Subsection:- Within sections, informative headings may form subsections,

which are titles without classification symbols.

Example:- Section A (HUMAN NECESSITIES) contains the following

subsections:
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[l AGRICULTURE

[l FOODSTUFFS; TOBACCO

[l PERSONAL OR DOMESTIC ARTICLES

[l HEALTH; LIFE SAVINGS; AMUSEMENT

Class:- Eachsectionis subdivided into classes which are the second hierarchical

level of the Classification

a) Class Symbol: - Each class symbol consists of the section symbol
followed by a two-digit number.
Example: HO1

b) Class Title: - The class title gives an indication of the content of the
class.
Example: HO1 BASIC ELECTRIC ELEMENTS

¢) Class Index: - Some classes have an index which is merely an

informative summary giving a broad survey of the content of the class.

Sub class:- Each class comprises one or more subclasses which are the third

hierarchical level of the Classification.

a) Subclass Symbol: — Each subclass symbol consists of the class symbol
followed by a capital letter.
Example: HO1S

b) Subclass Title: — The subclass title indicates as precisely as possible the

content of the subclass.

Example: HO1IS - DEVICES USING THE PROCESS OF LIGHT
AMPLIFICATION BY STIMULATED EMISSION OF RADIATION [LASER]
TO AMPLIFY OR GENERATE LIGHT; - - -

¢) Subclass Index: — Most subclasses have an index which is merely
an informative summary giving a broad survey of the content of the

subclass.
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Group

Each subclass is broken down into subdivisions referred to as “groups”, which

are either main groups (i.e. the fourth hierarchical level of the Classification) or

subgroups (i.e. lower hierarchical levels dependent upon the main group level
of the Classification).

a)

b)

d)

Group Symbol:— Each group symbol consists of the subclass symbol
followed by two numbers separated by an oblique stroke;

Main Group Symbol:— Each main group symbol consists of the subclass
symbol followed by a one- to three-digit number, the oblique stroke and
the number 00;

Example: HO1S 3/00

Main Group Title: — The main group title precisely defines a field of
subject matter within the scope of its subclass considered to be useful for
search purposes. Main group symbols and titles are presented in bold in

the Classification;

Example: HO1S 3/00 Lasers

Subgroup Symbol: — Subgroups form subdivisions under the main
groups. Each subgroup symbol consists of the subclass symbol followed
by the one- to three-digit number of its main group, the oblique stroke

and a number of at least two digits other than 00.

Example: HOLS 3/02

Sub Group Title: — The subgroup title precisely defines a field of subject
matter within the scope of its main group considered to be useful for
search purposes. The subgroup title is often a complete expression, in
which case it begins with a capital letter. A subgroup title begins with a
lower case letter if it reads as a continuation of the title of the next higher,
less indented group from which it depends. In all cases, the subgroup title
must be read as being dependent upon, and restricted by, the titles of the

groups under which it is indented.
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The titles of sections, subsections and classes are only broadly indicative of
their content and do not define with precision the subject matter falling under
the general indication of the title. In general, the section or subsection titles very
loosely indicate the broad nature of the scope of the subject matter to be found
within the section or subsection, and the class title gives an overall indication
of the subject matter covered by its subclasses. By contrast, it is the intention
in the Classification that the titles of subclasses, taking into consideration any
references, definitions or notes associated therewith, define as precisely as
possible the scope of the subject matter covered thereby. The titles of main
groups and subgroups, again subject to any references, definitions or notes

associated therewith, precisely define the subject matter covered thereby.

Technical subject matter may represent processes, products, apparatus or
materials (or the way these are used or applied). These terms, usually referred
to as categories of subject matter, should be interpreted in their widest sense.

Examples of these terms are given below:

1. Examples of processes are: preparation of foodstuffs, methods of
operating machines.;

2. Examples of products are: chemical compounds, compositions and
fabrics;

3. Examples of apparatus are: machines and devices for performing
operations;

4. Examples of material are: ingredients of mixtures.

6. Grant and Publication

If all the necessary requirements as to form and substance laid down in the
Proclamation and the Regulation are fulfilled, the EIPA will grant a patent™.
The EIPA informs the applicant of the decision to grant, requesting him to pay the
fee for grant and publication within three months from notification®. Once
the fee for grant and publication is paid, the patent is published in the Official
Gazette and is deemed to be granted on that day®'.

7 Proclamation No.123/1995, Article 14 (1); Regulations No.12/1997, Article 19(2)
8 Regulations No.12/1997, Article 29(3)
81 Regulations No.12/1997, Article 30(3)b
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The following information is published in the Official Gazette®*:

1) the number of the patent;

2) the name and address of the owner of the patent;

3) the name and address of the inventor, except where he has asked not to
be named in the patent;

4) the name and address of the agent (if any);

5) the filing date and the application number;

6) If priority has been claimed and the claim has been accepted, a statement
of the priority, the priority date and the name of the country or countries
in which the application has been filed;

7) the effective date of the grant of the patent;

8) the title of the invention;

9) the abstract;

10) the most illustrative of the drawings (if any);

11) the symbol of the international patent classification.

The Authority shall issue a certificate of grant of a patent signed by the
Director General and containing the following details®.

1) The number of the patent;

2) The name and address of owner of the patent;

3) The filing date and where applicable priority date of the application;
4) The effective date of grant of the patent;

5) The title of the invention.

7. Duration and Extension of Duration of a Patent

A patent is granted for a period of 15 years from the date of filing, subject to
the payment of annual fees laid down in Article 17 Proclamation and Schedule
I attached to the Regulation. Provided that proof is furnished that the invention
is being properly worked in Ethiopia, the validity of a patent may be extended for
a further period of 5 years*.

82 Proclamation No.123/1995, Article 14 (2); Regulations No.12/1997, Article 30(2),(3) and Article (31)
8 Proclamation No.123/1995, Article 14 (2) b; Regulations No.12/1997, Article 32
$ Proclamation No.123/1995 Article 16; Regulations No.12/1997, Article 33
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8. Limitation and Surrender

8.1 Limitation

Upon request of the owner of the patent, the EIPA may make changes in the
text or drawings of the patent in order to limit the extension of the protection
conferred thereby, provided that the changes may not result in the disclosure
contained in the patent going beyond the disclosure contained in the initial

application on the basis of which the patent was granted®.

8.2 Surrender
The patent owner may surrender the patent in whole or one or more of the
claims. The surrender shall be registered and published by the EIPA®®.

9. Patent of introduction

The application and examination Procedure for Patent of Introduction

9.1 Conditions for the Grant of a Patent of Introduction
A patent of introduction may be issued to an invention which has been patented
abroad and not expired but has not been patented in Ethiopia. The applicant
must make a declaration that the invention is not patented in Ethiopia, and

should take full responsibility®’.

The objective of granting a patent of introduction in Ethiopia for an invention
that has already been granted a patent in another country is to provide incentives
to the transfer of foreign technology. Accordingly, the owner of a patent of
introduction is granted privileges that enhance his market competitiveness in
return for introducing the foreign technology into Ethiopia although he has not
disclosed globally new and non-Obvious innovative technological information
for the first time. That is the reason why the Proclamation puts an obligation
on the owner to prove the working of the invention each year as from the third

year after it has been granted®®.

8 Proclamation No.123/1995, Article 14(3)
8 Proclamation No. 123/1995, Article 35
8 Proclamation No. 123/1995, Article 18.
8 Proclamation No. 123/1995, Article 21
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A patent of introduction will be valid for a period of up to ten years, subject to

the payment of annual fees and provided that the owner works the invention®.

The requirements and conditions for a patent of introduction are the same as
those prescribed for a patent of invention®. Specific issues relating to the

examination of applications for patents of introduction are highlighted below.

9.2 Requirements on Filing
At the time of receipt, the application should contain:

1. an indication that the granting of a patent of introduction is
sought’!;

2. indications allowing the identity of the applicant to be established®?;

3. adeclaration that the invention has not been patented in Ethiopia®;

4. the number, date and origin of the foreign patent®.

An application filed with the Authority satisfying the above basic requirements
is assigned an application number in the form ET/PI/XX/00XXX. ET indicates
Ethiopia, PI-patent of introduction. XX — the year in European calendar and
00X XX is the application number. A filing receipt will be issued to the application
and the applicant will be notified.

If the examiner finds that the application did not, at the time of receipt, comply
with the above requirements, he shall invite the applicant to file the required
correction and shall accord as the date of filing the date of receipt of the required
correction. If no correction is made, the application shall be treated as if it had

not been filed”. The invitation to file any correction under shall be in writing.

8 Proclamation No. 123/1995, Article 21.

% Proclamation No.123/1995, Article 19(1).
! Proclamation No. 123/1995, Article 12 (1)
2 Proclamation No. 123/1995, Article 12 (1)
% Proclamation No. 123/1995, Article 18

° Proclamation No. 123/1995, Article 19 (2)
% Proclamation No. 123/1995, Article 12 (2)
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9.3 Formality Requirements

Examination as to form is subject to the same formalities as those prescribed

for patent of invention. In particular, the application for a patent of introduction

must meet the following requirements:

written application in one of the working languages of the EIPA (English or
Ambharic) using Form No. 10,

1.

A S AN

request for grant of a patent of introduction relating to one invention
that contains the following information,

The names and addresses of the applicant and the inventor,

. If the applicant is not an inventor — a statement justifying the right to

apply,
Title of the invention and, if an agent has been appointed, the agent’s
name and address,

proof of payment of the filing fee,

description of the invention,

claim or claims defining the scope of protection sought,
abstract containing the summary of the contents of the invention,

drawing(s), if necessary or useful for the understanding of the invention.

9.4 Search and Substantive Examination

The search and substantive examination of an application for a patent of

introduction is conducted to ensure that:

1.

the invention mentioned in the application is patented in another country
and-not more than 20 years have passed starting from the filing date in its
country of origin.

an application claiming priority from the foreign application which is
the subject of the application for a patent of introduction has not been

filed or granted a patent in Ethiopia.

.



Patent Examination Guideline |

A patent of introduction shall be granted subject to substantive examination for
Novelty, inventive step and Industrial Applicability. The Novelty examination
in this case focuses on exploring the availability of previously filed patent
applications or utility model or granted patents or utility models for the same
invention and public use of such an invention on the Ethiopian market before
the filing date of the said patent of introduction with the EIPA.
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PROCLAMATION NO. 123/1995

A PROCLAMATION CONCERNING
INVENTIONS, MINOR INVENTIONS AND
INDUSTRIAL DESIGNS

WHEREAS, it is necessary to create favourable conditions
in order to encourage local inventive and related activities
thereby huilding up national technological capability.

WHEREAS, it has been found essential to encourage the
transfer and adoption of foreign technology by creating condu-
cive environment to assist the national development efforts of
the country.

WHEREAS, the task of fulfilling the pation’s multi
dimensional demand for a harmonious scientific and technolo-
gical progress, to be used for the public benefits, shall be most
eflectively served when there exists an appropriate legal frame-
work.

NOW THEREFORE, in accordance with the Resolution,
on the Transition of the Constituent Assembly, it is hereby pro-
claimed as follows.

CHAPTER ONE

General Provisions

1. Short Title
This Proclamation may be cited as the ““Inventions, Minor
Inventions and Jndustrial Designs, Proclamation, No. 123/
1995.”
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2. Definitions

In this Proclamation, unless the sontext otherwise re-

quires:

1.

2.

“Court” means the Central High Court.

“Industrial Design” means any composition of lines
or colours or any three dimensional form whether or
not assuciated with lines or colours, provided that such
composition or form gives a special appearance to a
product of industry or handicraft and can serve as a
pattern for a produet of industry or handicraft.

“Invention” means an idea of an inventor which
permits in practice the soltuion to a specific problem
in the field of technology.

“Commission” means the Ethiopian Science and

Technology Commission.

“Patent” means the title granted to protect inven-
‘tions;—the-invention may relate to a product or a pro-
cess.

“Patentee” means the owner of a patent or patent of

introduction.,
“Person” means physical or juridical person.

“Utility Model Certificate” means a certificate issued

to a minor invention which is fit for practical use.

“Working of a Patented Invention” means the
manufacture of a patented article or the application
of a patented process, by an effective and serious

establishment existing within Ethiopia.

CHAPTER TWO
PATENTS
Section 1
General

3. Patentable Inventions

1.

An invention is patentable if it is new, involves an

inventive step and is industrially applicable.

An invention shall be considered new if it is not an-
ticipated by prior art. Prior art shall consist of every-
thing disclosed to the public, any where in the world,
by publication in langible form or by oral disclosure;,
by use or in any other way, prior to the filling oz,
where appropriate, the priority date, of the applica-

tion claiming the invention.

5. Notwithstanding the provisions of sub-article (2) of

this article the disclosure to the public of the inven-
tion shall not be taken into consideration if ii oceur-
red within 12 months preceding the filling date or.
where applicable, the priority date, of the application.
and if it was by reason or in comsequence of acts
committed by the applicant or his predecessor in
jitle or an abuse committed by a third party with re-
gard to the 8ppli08!'lt or his predecessor in title.
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4. An invention shall be deemed as involving an inven-
tive step if, having regard to the prior art relevant
to the application and as defined in sub-article (2)
herein above, it would not have been obvious to a
person having ordinary skill in the art.

5. An invention shall be considered as industrially ap-
plicable where it can be made or used in handicraft,
agriculture, fishery, social services and any other

sectors.

4. Non-Patentable Inventions
1. The following shall not be patentable:

a) Inventions contrary to public order on morality

D) Plant or animal varieties or essentially biological

processes for the production of plants or animals.

¢) Schemes, rules or methods for playing games or
performing “commereial and ~industrial “activities
and computer programmes

d) Discoveries, scientific theories and mathematical
methods.

e) Methods for treatment of the human or animal
body by surgery or therapy, as well as diagnostic
methods practiced on the human or animal body.

f) Works not protected hy copy right.

2. The provision of sub-article (1) (e) of this article
shall not apply to products for use in any of the
methods for treatment of the human or animal body
by surgery or therapy, as well as diagnostic methods
practiced on the human or animal body.

5. Rights of Foreign Nationals
Subject to the principle of reciprocity or, where applica-
ble, in accordance with any treaty that Ethiopia may be
party to, foreign nationals shall have the same rights and

obligations as Ethiopians.

6. Transfer of Applications or Patents
Any patent or application for a patent may be transferred
by sale or inheritance or any other means in accordance
with the law. Such transfer shall be recorded with the
commission, upon payment of fees prescribed in the regu-

lations. .

Section 2
Right to a Patent and Naming of Inventor
7. Right to a Patent
1. The right to a patent shall belong to the inventor.

2. If two or more persons have jointly made an inven-
tion the right to the patent shall belong to them
jointly.
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3. In the absence of an agreement to the contrary, the
right 1o a patent for an invention made in the execu-
tion of a contract of service or employment shall
belong to the person having commissioned the work
or the employer.

4. Invention made without amy relation to an employ-
ment or service contract and without the use of the
employer’s resources, data, means, materials or equip-
ment shall belong solely to the employee or the per- .

son- commissioned.

5. In the ubsence of an express term to the contrary,
inventions made by the employee or person commis-
sioned which do not come within sub-article 3 of this
article and which result from both the personal con-
tribution of the author and the resources, data, means,
materials or equipment of the employer shall be
-owned jointly -in—eequal-shares:

Naming of Inventor

The inventor shall be named as such in the application
and the patent unless in a special written declaration ad-
dressed to the commission he indicates that he wishes not
to be named, and any promise or undertaking by the in-
ventor made to any person to the effect that he will make
such declaration shall be without legal effect.

Section 3

Application and Examination of Patents

Application

1. The person having the right to a patent for an inven-

" tion in accordance with Article 7 may. upon payment
of the prescribed fees, apply to the commission for

the grant of a patent for that invention.

[~

Application shall be made in writing and shall relate
to one invention only. However, two or more inven-
tions, belonging to a single general concept. may be

{iled as one application.

3. The application shall contain a request for the grant
of a patent and include a description of the invention.
one or more claims, an abstract, and where necessary.

drawings.
4. In accordance with sub-article (3) of this article:-

a) the request shall contain a petition to the effect
that a patent be granted. the name of and other
preseribed data concerning the applicant. the
inventor and the agent. if any. and the title of
the invention. Where the applicant is not the
inventor, the application shall contain a state-
ment justifying the applicant’s right 1o the

patent.
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10.

b) the description shall disclose the invention in a
manner sufficiently clear and complete for the
invention to be carried out by a person having
‘ordinary skill in tthe art, and shall, in particular,
indicate at least one mode known to the applicant
for carrying out the invention. The description
may be used to interpret the claims;

¢) the claim or claims shall define -clearly and
concisely the matter for which protection is
sought. The claim or claims shall be fully sup-
poried by the description;

d) the abstract shall merely serve the purpose of
technical information; however, it shall not be
taken inte account for the purpose of interpret-

ing the scope of protection.

Drawings shall be required when they are deemed
necessary for the understanding of the invention
and ‘may be used to interpret the claims.

An applicant may withdraw his or its application at
any time before a patent is granted.

An applicant who is mot domiciled or who has not
established business in Ethicpia shall appoint an agent
who is domiciled in Ethiopia.

Application shall be accompanied by power of attor-
mey when it is-made by an agent.

Information Concerning Corresponding
Foreign Application for Patents

1.

The applicant shall, at the request of the Commission,
furnish it with the date and number of any applica-
tion for a patent filed by him abroad relating to the
same or essentially the same invention as that claimed

with the Commission.

The applicant shall, at the request of the Commission,
furnish it with the following documents relating to
the foreign applications referred to in sub-article (1)
of this article:

4) a copy of any communication received by the
applicant concerning the results of any search or
examination carried out in respect of the foreign
application;

b) a copy of the patent granted on the basis of
foreign patent application;

¢) a copy of any final decision rejecting the foreign
application or refusing the grant of the patent
requested in the foreign application.

The applicant shall, at the request of the Commission,
furnish it with a copy of any final decision invalidat-
ing the patent granted on the basis of the foreign
application referred to in sub-article (2) of this
article.
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11. First to File Rule and Right of Priority

1.

[

When two or more persons who have independently
made the same invention separately file applications
for patenis on the same subject matter, the right to
the patent shall belong to the person who filed the
first application.

Subject to the principle of reciprocity or, where appli-
cable, in accordance with any treaty which Ethiopia
may be a party, where any foreign applicant files his
application in Ethiopia within twelve months from the
date which he first filed in a foreign country an ap-
plication for the same invention, the date on which
the application was first filed in the foreign country
shall be regarded as the date of filing if the applicant
claims the right of priority and furnishes within the
preseribed time limit a copy of the earlier application
certified as correct by the office with which it was

filed and other documents and information as pre-
serihed.

12. Filing Date .

1.

The Commission shall accord as the filing date the
date of receipt of the application, provided that, at the
time of receipt. the application contains:

a) an express or implicit indication that the grant-
ing of a patent is sought;

b) indications allowing the identity of the applicant
to be established;

¢) a part which, on the face of it, appears to be a
description of an invention;

If the Commission finds that the application did not,
at the time of receipt, fulfill the requirements referred
to in sub-article (1), herein above it shall invite the
applicant to file the required correction and shall
accord as the filing date the date of receipt of the
required correction, but if no correction is made, the

application shall be treatd as if it had not been filed.

Where the application refers to drawings which in
fact are not included in the application the Commis-
sion shall invite the applicant to furnish the missing
drawings. If the applicant complies with the said in-
vitation, the Commission shall accord as the filing
date the date of receipt of the missing drawings.
Otherwise, the Commission shall accord as the filing
date the date of receipt of the application and shall
treat any reference to the said drawings as non-

existent.

13. Examination of Application

1.

The Commission shall undertake a formal examina-

tion of the application.

When, upon formal examination, the application is
not in conformity with the requirements laid down in
this proclamation and in the regulations, the Com-
mission shall call upon the applicant to amend the
application. If the applicant fails to amend as requir-
ed within a period of two months. the application
shall he considered withdrawn.
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14.

15.

16.

3. Where the Commission determines that the applica-
tion is acceptable, it shall undertake or cause to be
undertaken a substantive examination of the inven-

tion.
Section 4

lssuance. Contents and Duration of a
Patent and Annual Fees

Grant of a FPatent
1. A patent shall be granted to an applicant upon fulfil-
Iment of the requirements of this proclamation and

the regulations issued thereunder.
2. When a patent is granted, the Commission shall:

a) publish a reference to the grant of the patent in
an Official Gazette;

b) issue to the applicant a certificate of the grant of
the patent and a copy of the patent;

c) record the patent; and

d) umake available copies of the patent to any person
on payment of the prescribed fees.

3. The Cemmission shall, upon request of the owner of
the patent, make changes in the text or drawings of
the patent in order to limit the extent of the protec-
tion conferred thereby, provided that the change may
not result in the disclosure contained in the patent
going beyond the disclosure contained in the initial
application on the basis of which the patent was grant-
ed. ’

Cuntents of A Patent

The patent shall certify the exclusive rights of the patentee
over his invention and contain other particulars prescribed
in the regulations.

Duration of A Patent

A patent shall be granted for an initial period of fifteen
years commencing from the filling date of the application
for protection. However, the validity of the patent may be
extended for a further period of five years provided that
proof is furnished that the invention is being properly
worked in Ethiopia.

17. Annual Fees

1. In order to maintain the patent or the patent applica-
tion, an annual fee shall be paid in advance to the
Commission for each year, starting one year after the
filing date of the application for grant of the patent.
A period of grace of six months shall be allowed for
the late payment of the annual fee on payment of the
prescribed surcharge.

9. If an annual fee is not paid in accordance with the
provisions of sub-article (1) of this article, the patent
application shall be deemed to have been withdrawn
or the patent shall lapse.
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18

19.

20.

21.

23.

Section. 5
Patent of Iniroduction

. Issuance of a Patent of Introduction
A patent of introduction may be issued to an invention
which has been patented abroad and not expired but has
not been patented in Ethiopia following a declaration by
the interesied party for which he takes full responsibility.

Regquirements und Conditions for a Patent of Introduction

1. The requirements and conditions for a patent of in-
troduction shall be the same as those preseribed for a
patent of invention and shall be subject to the same
formalities.

2. Notwithstanding the provisions of sub-article (1) here
in ahove, an applicant for a patent of introduction
shall indicate on the application the number, date
and origin of the foreizn patent or the requisite

_source of information if he does not know the de-
tails.

Invalidation of « Patent of Introduction

1. A patem of introduction shall be considered null and
void where the owner of the foreign patent files a cor-
respouding application before the expiration of the
period of one year as provided for in article 11 (2) of
this proclamation or the owner of the patent of intfo-
duction fails to prove working of the invention or pay
the annual fee as required under article 21 of this

proclamation.

[&]

Invalidation of patent of intreduction shall be declar-
ed by court upon request by an interested party in
accordance with the provisions of Article 36 of this

proclamation,

Duration of a Patent of Introduction

A patent of introduction may he valid for a period that
may extend upto ten years and shall be coupled with the
owner’s obligation to prove the working of the invention
each year as from the third year after it has been granted

and to pay the relevant annual fees.

Section 6
Rights and Obligations

Rights of a Patentee

1. A patentee shall have the exclusive right to make, use
or otherwise exploit the patented invention. A third
party cannot exploit the patented invention without
securing the patentee’s consent.

2. 'The patentee shall not have import monopoly right
over the products of the patented invention in Ethio-
pia.

Acquisition of Rights
Rights pranted to a patentee shall be acquired and be bind-
ing on third parties upon the grant of a patent.
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24. Patentee’s Course of Action Against Infringement

) The patentee shall, in addition to any other rights, reme-
dies or actions available to him, have the right subject to
Articles 25, 26, 29 to 33 to institute court proceedings
against any person who infringes the patent by performing,
without his agreement, any of the acts referred to in Article
22 (1) or who performs acts which make it likely that

infringement will occur.

25. Limitation of Rights
1. The rights of the patentee shall not extend to:

a) acts done for non-commercial purposes;

b) the use of the patented invention solely for the

purposes of scientific research & experimentation;

c) acls in respect of patented Articles which have
been put.on the market-in Ethiopin;-by -the-owner-

of the patent or with his consent, or

d) the use of patented Articles on aircraft, land
vehicles or vessels of other countries which
temporarily or accidentally enter into the mir

space, lerritory,or waters of Ethiopia.

2. Where the public interest, in particular, national
security, nutrition, health or the development of other
vital sectors of the national economy so requires, the
Commission may decide that, even without the agree-
ment of the patentee, @ government agency or a third
person designated by the Commission to exploit the
invention subject to the payment of an equitable re-
muneration io the patentee. The decision of the Com-
mission with regard to the remuneration may be sub-
ject to appeal before the court.

26. Prior Users
1. Any person who in good faith, has been using the
invention covered by an application for protection on
or prior to the filing date or, where priority is claim
ed, the priority date of the application, has a personal
right to continue to use that invention despite the

existence of the patent.

2. The right of prior users referred to in sub-article (1)
herein above may be transferred only together with
the enterprise or business, or with that part of the
enterprise or business, in which the wuse or prepara-

tions for use have been made.

27. Duties of the Patentee
1. The patentee shall have the duties to work the patent-
ed invention or to authorize other persons to do the

same in Ethiopia.
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28

29.

30.

31

32

2. The patentee shall wofk the invention in a scale

which is adequate and reasonable in the circumstances.

. Reference
The provisions of the section here in above shall apply,

mautatis mutandis, to patents of introduction.

Section 7
Compulsory License

Application fur @ Compulsory License
1. 'The patentee whose invention cannot be worked ef-
fectively without the invention patented earlier may

apply for a compulsory license to use the earlier in-
vention.

19

The earlier patentee whose invention cannot be work-
ed eflectively without the later invention may apply

for a compulsory license to use the later invention.

3. Any porson who is capable of working a patented in-
vention may apply for a compulsory license, where
the patentee fails, without legitimate reason to justify
his inaction, to work his invention in Ethiopia, after
the expiration of & period of three years from the date
of grant of the patent or four years from the date of
filing of the patent application which ever expires
last.

Grant of Compulsory License
1. Where the Commission finds the request to be satis-
factory, it shall grant a compulsory license.

2. The grant of a compulsery license shall net exclude
the exploitation of the invention, the conclusion of
license contracts by the owner of the patent or the

grant of other compulsory licenses.

3. The decision made by the Commission to grant a

compulsory license shall be regi 1 and an d

in the official gazette.

Proof Required of the Applicant

The person requesting for a compulsory license to exploit
an invention shall furnish proof that he has not been able
to conclude a license contract with the patentee for the ex-

ploitation of the invention on reasonable terms.

Limitation of Rights of Licensee .
1. Any person who is granted compulsory license for the
exploitation of a patented invention shall not have an
exclusive right of over the inventjon and shall not have

a right to authorize exploitation by any other person.
2. The Leensec shall have the right to exploit the pat-
ented invention in Ethiopia according to the terms set
out in the decision granting the license, and shall
commence the working of the patented invention with-

in the time limit fixed in the said decision.
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33. Exploitaiion Fee

1. Any person who is granted a compulsory license shall
pay the patentee a reasonable exploitation fee, the
amount of which shall be fixed by both parties.

2. Where the parties disagree on the amount of fee,it
shall be fixed by the Commission.

Section 8

Termination, Surrender and Invalidation of a Patent

34

. Termination of a Patent

A patent shall terminate if:

1.  the patentec surrenders it by a written declaration to

the Commission, or

2. the annual fee is not paid in due time.

35. Surrender of a Patent

36

37.

“38

Surrender of a patent:

1. may be limited to one or more claims of the patent,

[

shall be immediately registered and published by the

Commission, and

3. which has been subjected to a license shall only take
effect upon the submission of a declaration by which

the registered licensee consents to the surrender.

. Invalidation of a Patent
1. A patent shall be invalidated in whole or in part by
the court upon request by an interested party if it is
proved that:

a) the subject matter of the patent is not patentable
according to Articles 3 and 4 of this proclame-

tion;

b) the description does not disclose the invention in
a manner sufficently clear & complete for it to

be carried out by a person skilled in the art.

34

Any invalidated patent in whole or in part shall be
deemed void from the date of grant of the patent.

References
The provisions of Articles 34 — 36 shall apply mutatis
mutandis to the termination, surrender and invalidation

of patents of introduction.
CHAPTER THREE
UTILITY MODELS CERTIFICATES
. -Protection of Minor Inventions
1. A minor invention that possesses novelty & industrial

applicability shall give rise to a right to. protection in
favour of the author there of.
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2. the right shall be evidenced by a utility model certi-
ficate issued by the Commission.

3. The grant of the certificate shall confer the exclusive
right to exploit the minor invention and prevent third
parties from exploitating the minor invention without

the authorization of the holder of the certificate.

39. Non-existence of Novelty

40.

41.

1. A minor invention shall not be considered new if, at
the time of filing the application, it has already been
described in printed publications, made available to
the public or has already been publicly used in Ethio-
pia.

2. Any description or use, within six months prior to the
filing of the application, shall not destroy novelty if

it is hased on the work of the applicant.

Things not Protected by Utility Model Certificate

The following shall not be protected by utility model certi-
cale:

1. Changes in the shape, proportions or material of a
patented object or of one that is public property,
except where such a change alters the qualities or
functions of the object thereby preducing an improve-
ment in its use or the effects of its intended func-
tions;

2. The mere replacement of elements in a known combi-
nation by other known elements having an equivalent
function, which does not thereby produce an improve-
ment in its use or the effect of its intended functions;

or

3. Minor inventions that are contrary to public order or
morality.

Examinution

The Commission shall undertake a formal examination of
the application and decide to allow or refuse the grant of
utility model certificate.

. Issuance of Utility Model Certificate

Where the Commission decides to grant utility model
certificate it shall issue a utility model certificate to the

np'p]icaut.

43. Convertion of Patent Applications to Applications for

Utility Model Certificates and Vice-Versar

1. At any time before the grant or refusal of a patent an
applicant for a patent may, upon payment of the pre-
seribed fee, convert his application into an applica:
tion for 2 utility model certificate, which shall be ac-
corded the filing date of the jnitial application,

2. At any time before the grant or refusal of a utility
snodel certificate, an applicant for a utility model
certificate may, upon payment of the prescribed fee
convert his application into a patent application,
which shall be accorded the filing date of the initial

application.
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2
9.

An application may not be converted more than once
under the provisions of sub-article (1) and (2) of this
article.

44. Duration of o Utility Model Certificate

L.

A utility model certificate is granted for a period of
five years, which may be renewed for a further five
years period provided that proof is furnished that the
minor invention is being worked in Ethiopia.
Application for renewal of the certificate shall be
filed, with the Commission within 90 days prior to the
expiration of the period of protection upon pay-
ment of the prescribed fees.

45. Reference

The relevant provisions in chapter two of this proclamation

shall apply mutatis mutandis to utility models certificates.

CHAPTER FOUR
INDUSTRIAL DESIGNS

46. Protection of Industrial Designs

1.

©

4.

An industrial design shall be protected under this
proclamation if it is mew and possesses practical ap-
plicability.

In accordance with the provisions of sub-article (1)
of this articlée an industrial design shall be:

a) considered new when the sum total of its essential
features is different from that of another
design known either in Ethiopia or abroad and
has not-been disclosed for more than one year
before the date of -fili.ng of the application for
registration or, where appropriate, before the
priority date. Designs shall be deemed to be
identical if their specific features differ only in
immaterial details.

b) deemed to possess practical applicability if it is
cépable of serving as a model for repeated manu-
facture of produects.

An industrial design that is contrary to public order

or morulity shall not be registered.

The proiection under this chapter shall not extend to

any thing in an industrial design which serves solely

to obtain a techmical result.

47. Application

1.

An application for registration of an industrial design
shall be filed with the Commission

The application shall contain a request, a specimen
of the article embodying the industrial design or a
pictorial preseniation thereof and an indication of the
kind of products for which the industrial design is to

be used.
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48.

49.

50.

51.

52.

3. The application shall relate to one design incorporat-
ed in one product or two or more designs incorporat-
ed in products belonging to the same class and sold
or used in-sets.

4. The application shall be accompanied by payment of
the prescribed fees.

Examination and Registration

1. The Commission shall examine whether the applica-
tion complies with the requirements of Articles 2 (2)
and 47 of this proclamation and the regulations issued

thereunder.

When the Commission is satisfied that the requirements
of the ahove sub-article (1) are fulfilled, a certificate
of registration of an industrial design shall be issued
and shall certify:

a) the recognition of the design as an industrial
design, -
b) the priority of the industrial design,

¢) the authorship of the industrial design and the
exclusive right of the owner of the certificate
thereof.

Rights Conferred by Registration
The owner of a certificate of registration of an industrial
design shall have the exclusive right to make, use or

otherwise exploit the industrial design.

Duration of Industrial Design Protection

1. The protection granted to an industrial design shall
be valid for a period of five years from the filing
date of the application for registration. Such period
may be extended for two extensions of five years each
if proof is furnished that the industrial design is be-
ing used in Ethiopia. .

2. AI)plicalion for renewal of protection shall be filed
with the Commission within 90 days prior to the ex-
piration of the period of protection upon payment of

the prescribed fees.

Reference
The relevant provisions in Chapter Two of this proclama-
tion shall apply, mutatis mutandis, to jndustrial desigms.
CHAPTER FIVE
MISCELLANEOUS

Extension of Time

If the Commission is satisfied that the circumstances justi-
fj it, it may, upon receiving a written request, extend the
time for doing any act or taking any proceeding under this
preclamation and the regulations issued thereunder, upon
nolice to the parties concerned and upon such terms as it
may direct. The extension may be granted though the
time for deing the act or taking the proceeding has expir-
ed.
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5

54.

w«

3.

o

b2

Issuance of Regulations
1.

Regulations and -directives may be issued for the im-
plementation of this proclamation.

The regulations shall, in particular, provide for the
payment of fees in connection with applications for
the granl of patents and utility model certificates and
for the registration of industrial designs and matters
related thereto.

Appeal Against the Decision of the Commission
i.

Without prejudice to the relevant provisions of this
proclamation a party aggrieved by any decision of the
Comimission made pursuant to this proclamation and
the regulutions issued thereunder may appeal to the
court.

An appeal against the decision of the Commission in
accordance with the provisions of sub-article (1) of
this article shall be submitted within 60 days from
the date of receipt of the decision by the aggrieved
“party.”

Effective Date

This proclamation shall come into force on the date of its
proclamation in the Negarit Gazeta.

Done at Addis Ababa, this 10th day of May 1995.

MELES ZENAWI
PRESIDENT OF

THE TRANSITIONAL GOVERNMENT
OF ETHIOPIA
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