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COUNCIL OF MINISTERS REGULATION No. 273 /2012
=t P MV IERS REGULATION No. 273 /2012
COUNCIL OF MINISTERS REGULATION ON

TRADEMARK REGISTRATION AND PROTECTION

This Regulation is issued by the Council of Ministers
pursuant to Article 5 of the Definition of Powers and Duties
of the Executive Organs of the Federal Democratic Republic
of Ethiopia Proclamation No. 691/2010 and Article 47 of the
Trademark Registration and Protection Proclamation No.
501/2006.

PART ONE

GENERAL
1.  Short Title

This Regulation ‘may be cited as the "Trademark

Registration and Protection Council of Ministers
Regulation No. 273/2012".

2 Definitions

In this Regulation, unless the context otherwise

requires:
1/ “Proclamation” means the Trademark
Registration and  Protection  Proclamation

No.501/2006;

2/ the definitions provided for under Article 2 of the
Proclamation shall also be applicable to this
Regulation;

3/ “Office’> means
Property Office;

the = Ethiopia Intellectual
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== 0 1A KREGULATION No. 273 /2012

COUNCIL OF MINISTERS REGULATION ON

TRADEMARK REGISTRATION AND PROTECTION

This Regulation is issued by the Council of Ministers
pursuant to Article 5 of the Definition of Powers and Duties
of the Executive Organs of the Federal Democratic Republic
of Ethiopia Proclamation No. 691/2010 and Article 47 of the
Trademark Registration and Protection Proclamation No.
501/2006.

PART ONE

GENERAL

1. Short Title

This Regulation ‘may be cited as the "Trademark
Registration and Protection Council of Ministers
Regulation No. 273/2012".

2. Definitions

In this Regulation, unless the context otherwise
requires:

I/ “Proclamation”  means the  Trademark
Registration and  Protection Proclamation
No.501/2006;

2/ the definitions provided for under Article 2 of the
Proclamation shall also be applicable to this
Regulation;

3/ “Office” means the Ethiopia Intellectual
Property Office;
VI SN 7 o 4 g l
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4/  “agent” means a trademark agent registered by

the Office in accordance with this Regulation;

5/  “registration owner” means a person who has

registered a trademark with the Office;

6/ “use of a trademark” means attaching the
trademark to the goods'or packaging or labeling
of the goods, displaying the trademark closely
associated with the goods, placing the trademark
in advertising or promotional material for the
goods or services, or in any other way
establishing a relationship between the

trademark and the goods or the services;

7/  “publish” means publication in the Intellectual
Property Gazette or a newspaper having
nationwide circulation or by means of uploading

at the Office web site;"
8/  “person” means any natural or legal person;

9/ any expression in the masculine gender includes

the feminine.

PART TWO
COMMUNICATING WITH THE OFFICE

—

Written Communications

1/ Any communication with the Office shall be in

writing.

2/ The Office's action shall be based exclusively
on the written records in the Office. Oral
understandings, stipulations and communic-

ations may not be binding upon the:Office.

Language for Documents

1/ Any document filed with the Office forming
part of an application 'for registration of a
trademark or any proceedings in the Office shall

be in the Amharic or English language.

2/ Any document that is in a language other than
Ambharic or English shall be accompanied by a

translation into Amharic or English.
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3/

4/

The Office may refuse to accept any translation
which, in its opinion, is inaccurate and return
the document to the applicant for correction.

Where a document contains a word in characters
other than Ambharic or Latin, the Office may
require a transliteration or translation of such
word and the 'statement regarding a
transliteration or translation shall state the
language to which the word belongs and shall
be signed by the applicant or the applicant’s
agent. )

Addressing Communications and Identification of
Subject Matter

1/

2/

3/

4/

Any written communication with the Office
shall properly express the name and address of -
the Office.

A written communication shall, as may be
appropriate, identify the trademark, the name
and address of the applicant, the filing date, the
application or the proceeding number, the
registration owner, the registration number and
the registration date.

The Office may return to the sender any
document that does not comply with sub-article
(1) and (2) of this Article. 4

If a document returned pursuant to  Article 4 (3)
of this Regulation or sub-article (3) of this
Article is rectified and re-submitted to the
Office: '

a)  within 30 days from the date of return, it
o' ! be treated as received on its former
date of submission; or

b)  after a delay of more than 30 days, it shall
be treated as received on the actual date of
re-submission.

Receipt and Marking of Documents

1/

2/

The Office shall stamp the date and hour of
receipt on a document that is filed and
acknowledge receipt of same.

When the Office accepts the filing of documents
by means of the electronic media in accordance
with directive issued for such purpose, the time
and date of receipt registered by the electronic
device shall be considered the official time and
date of receipt of the document by the Office.
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3/ The Office shall assign a reference number to an
application it receives and mark each document
constituting the application with the assigned

reference number.

4/ The reference number assinged to an application
under sub-article (3) of this Article shall be
referred to in all subsequent communications

concerning the application.

Filling Documents by Mail

1/ A document sent to the Office via express and
registered postal mail five days before the
expiry of a specified deadline shall be
considered as being timely filed despite it is
received by the Office after the deadline.

2/ The provision of sub-article (1) of this Article

may not apply with regard to the application for

registration and renewal of trademarks.

Documents not Returnable

1/ Unless expressly provided in the Proclamation,
this Regulation or directive issued by the Office,
documents submitted to the Office may not be
returned; provided, however, that copies of
same document may be given upon written
request and payment of the applicable fee.

2/ Any person who has submitted an original
document to the Office may take back the
original one by replacing the copy thereof.

PART THREE
APPLICATION FOR REGISTRATION OF
TRADEMARK

Submission of Application

An application for registration of a trademark shall be
accompanied by the following documents in addition
to those specified under Article 8 of the Proclamation:

1/ if the applicant is a legal person, copy of the
certificate of its registration and evidence
authorizing the person who has signed the
application to represent the legal person;

2/ if the application is filed through an agent, the
certificate of registration of the agent and a duly
authenticated power of attorney;



15 EONEHE 4,040 1061 JNM $9C T VAN TE 4 LG 997,
el 2

3

Federal Negarit Gazette No. 10 December 24" 2012 Page 6682

e PARNE NOAP hIPY ML OAP
PICT MAT PATLYS AMC A RS
a0\

o/ Ak hAYICT ®L9° hAL 42 mEY°
hATICE:  hhdNE  @LY°  hALd  +TC
PTAY PAA £ LA mRY £TC PPH
WIRPY hF PACICE mLYC PALY L.LA
hG AT PhiNE TC CPH aoPpan,:

AT UL TAU L E T AR 5 7 R B N T A . 1
PANT MLI° I AR avAf Oyl
hLCl PO APy GAPAcDTS P38
PANT AT WURT RS 0CARE @0T
AR PO POLPINTTY N apryeC
PILINRG hoodAWE €372 9°AhE: PPaY®
P MY aohg VLA har PELANTTS
PNIET PPN aope::

POA  P3IL AR ATINOHIN  PULeCA
TJaop\hF

CON L 9PANT AN PPN

JoophF QY LFN AKPR B heHZHST
Fan1éd ON¥7L 9ANE hmP+9® ho9.L5977
qu-BRLE LN VAT PELT 9C e

Pl hANT::

a1 FIL CANT NOAP  ovIN, hhoo AN
OLLPF LY WINPT ¢ NI-£8H
TP9° AL PPAMY LY TPy° AL
ATIPA C20N@3 372 AR N1hhA
P00 aolPy LSCNJA::

& MY LN WK T oowlds P8Iy
aoA)l] . AoomPd PULPCAN TJaohhF PPy
WP FIL AN NOAR  oo7hem,
hovd0E 09750 ¢ 0N U
A0 MFOma- 29NN PIORC @LdT
AL Pldboomard €372 9PART N ThhA
PUL.ONA aolP) £SCNSA::

1%, N79ooAhF AR P71RL7 “IAGE

&/ hooANT Xhdl Ok NHY 23N APR
RE(B)  eowld  PHIN@F - hdaodNA:
NI o+tf hevAh- KG PP TS
NI O¢f o040 (4 NT35a9° L
GaohhFar3  ATAAA  RhéA 0k
N2 V-6 oomPd LFAA:

12.

3/ a brief written description of pictures, if the
trademark is pictorial or includes pictorial

elements;

4/ where the trademark contains characters other
than Amharic or Latin, or numerical expressions
other than Amharic, Arabic or Latin numerals
their transliteration into Amharic or Latin

characters and Arabic numerals;

5/ if the applicant claims a combination of colors
as a trademark or distinctive feature of the
trademark, three copies of the trademark in
color and the explanation that the applicant
claims a combination of color as the trademark
or as a distinctive feature, which includes a
description of position of appearance of each

color in the trademark.

Application for Registration of Collective

Trademark

An application to be submitted for the registration of a
collective trademark shall, in addition to those
specified under Article 9 of this Regulation, be
accompanied by two copies of a statute governing the
use of the trademark.

Graphical Representation of Trademark

1/ The graphical representation of a trademark
shall be

trademark used or intended to be used in

the exact representation of the
connection with the applicant’s goods or
services.

2/ 1If the application is lodged in accordance with
Article 13 of this Regulation seeking priority,
the graphical representation shall be the exact
representation of the trademark as it appears in
the registration certificate of a trademark duly
registered in the country of origin of the

applicant.

Amendment of Application

1/ An applicant may request the Office in writing
at any time before the issuance of notice of
acceptance for registration and publica(i(.)n for
call of opposition under Article 25(1) of this

Regulation to amend his application.
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14.

13.

2/

3/

An application submitted under sub-article (1)
of this Article: shall be rejected if the
amendment:

a)  substantially alters the character or
pictorial representation of the trademark
shown in the original application; or

b) s to make additions in the list of goods or
services included in the original

application.”

Any applicant dissatisfied with the decision of
the Office on rejection of application in
accordance with sub-article (2)(a) of this Article, _
may appeal to the court having jurisdiction within
60 days after the receipt of the decision.

Priority Right
For the purposes of establishing priority right in
accordance with Article 10 of the Proclamation, the

date an earlier application filed in a foreign country

shall be treated as the date an application submitted to

the Office for registration of a trademark if:

1/

2/

the earlier application was duly filed in a
country that is a party to the Paris Convention
for the Protection of Industrial Property or in a
country that grants a right of priority to an
applicant that has equivalent effect to the right
of priority provided for by the Paris Convention;
and

the applicant submits to the Office, within 90
days from the filing date of the application for
registration of the trademark, a certified copy of
the earlier application or a priority certificate
issued by the country where the previous
application was filed.

PART FOUR
EXAMINATION OF APPLICATION

Formality Examination

1/

The Office  shall,
examination on the application submitted to

undertake  formality
verify its compliance with the requirements of
Article 8 of the Proclamation and Article 9 of
this Regulation.
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2/

3/

4/

15.

1/

2/

Where the Office finds that the requirements of
Article 8 of the Proclamation and Article 9 of
this Regulation are not fulfilled, it shall notify
the applicant, in writing, to file the necessary
correction within 90 days from the date of the

notification.

If the applicant does not file the required

correction within the time limit, the Office shall

reject the application and the applicant shall
forfeit the fees paid, if any.

Where the Office finds that the requirements of
Article 8 of the Proclamation and Article 9 of
fulfilled, it shall
acknowledge, by a notice to the applicant,

this Regulation are

acceptance of the application for examination.

Index of Pending Applications

The Office shall prepare and maintain an Index
of pending applications which meet the
formality requirements pursuant to Article 14 of
this Regulation.

The Index shall include:
a)  the name and address of each applicant;

b) a description or reproduction of each

applied-for mark;

c) the goods or services each application

covers and their classification number;

d)  the date and time when each application

was filed; and

e) the number that the Office assigned to

each application.

16. Substantive Examination

1/

The Office shall conduct substantive
examination on the application for registration

of a trademark to decide on:

a) eligibility of the trademark for registration
in accordance with Article 5 of the

Proclamation; or

b)  refusal of registration in accordance with
Atrticle 6 or Article 7 of the Proclamation.
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2/ The substantive examination of an application
under sub-article (1) of this Article shall be
carried out:

a) by evaluating the trademark in accordance
with the directive issued by the Office for
such purpose; and '

b)  through search of the records of the Office
for registered trademarks and pending
applications.

3/ Any person, before filing an application for
registration of a trademark, may apply for
search to know whether the trademark applied
for is registered or not upon payment of the fee
préscribed in the Schedule attached hereto.

Applications for Registration of Similar Trademarks

When two or more applications are submitted to the
Office on the same day for the registration of similar
trademarks for identical or similar goods or services
and there is no priority right applicable to any of
them:

1/ the Office may treat the trademark used in
.Ethiopia first as an earlier trademark for the
purpose of Article 7 of the Proclamation; or

2/ if neither trademark has been used in Ethiopia,
the trademark applied first in terms of time shall
be treated as an earlier trademark for the
purpose of Article 7 of the Proclamation.

Action of the Office

If the Office, as the result of the findings of the
substantive examination:

17" requires the applicant to satisfy certain
~-additional requirements in accordance with
Article 5 of the Proclamation; or

2/ concludes that the trade mark is inadmissible for
registration pursuant to Article 6 or 7 of the
Proclamation;

it shall notify same to the applicant, in writing,

together with the reasons thereof.

Response to Action of the Office

17" The applicant shall respond to the Office within
90 days from the date of receipt of the notice in
accordance with Article 18 of this Regulation.
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2/

3/

1/

2/

3/

1/

2/

3/

The applicant in his response may:

a)

b)

take proper measure to satisfy the
specified additional requirements or to
overcome the grounds impeding the

registration; or

request amendment to the application,
subject to the limitation provided for in
this Regulation, with a view to taking the
measures referred to in paragraph (a) of
this sub-article.

The Office shall re-examine the application

upon receipt of the applicant’s response.

20. Extension of Time to Respond

The time limit stipulated in Article 19 of this

Regulation may be extended, if the applicant

requests, in writing, by providing sufficient
reasons for the extension before the expiry of
the time limit and upon payment of the fee
prescribed in the Schedule attached hereto.

The time limit may be extended, pursuant to
sub-article (1) of this Article, for a period of
consecutive 90 days following the expiry of the
applicable response period; provided, however,
that such extension may not be allowed for more
than twice.

The Office shall notify its decision to the
applicant in writing whether the extension is
granted or not.

21. Rejection of Application

An application for registration of a trademark
shall be rejected by the Office if the re-
examination of the application upon receipt of
the applicant's response under Article 19 of this
Regulation shows that the applicant fails to fully
satisfy the specified additional requirements or
to overcome the

grounds impeding the

registration.

Decision of the Office under sub-article (1) of
this Article shall be communicated to the
apblicam in writing stating the reasons for the
rejection.

Any applicant whose application for registration
of a trademark is rejected may appeal to the
court having jurisdiction within 60 days from
receipt of the decision of the Office.
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24.

Applicant Action after Rejection

Prior to the expiry of the period of appeal on the
rejection, the applicant may take measures to satisfy
the outstanding requirements or overcome the grounds
impeding the registration or amend the application to

take such measures.

Abandoned Application

1/ The Office shall
abandoned if:

treat an application as

a) the applicant expressly withdraws the
application by a written notice at any time

during the proceeding;

b) the applicant fails to respond to the
decision of the Office before the expiry of
the response period or authorized

extension or to take measures to fully

satisfy outstanding requirements or to
overcome grounds impeding registration
or amend the application with a view to

taking such measures;

c) the applicant fails to appeal to the court
having jurisdiction against the decision of
the Office before the expiry of the appeal

period; or
d) the applicant’s appeal is unsuccessful.

2/ When the application is abandoned, the Office
shall mark the file “ABANDONED” and place
it in the records of abandoned files.

Exclusion from Being Examiner

Any person assigned by the Office to examine an
application for registration of a trademark shall, on his
own initiative or upon the request of the applicant or
any other interested party, be excluded from

exercising his function where, he:
1/ is aclose relative of the applicant or his agent;

2/ has an interest in the application for registration

of the trademark; or

3/ has such other kinds of relations with the
applicant or his agent that might influence the

impartial examination of the application.






